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Office, et al. v. Booking.com B. V., 591 U.S.  (2020) %
7 (0]3} "Booking.com A" oA “oeF o] oJuE A HEMA

“booking & 49 E=w¢l(top-level domain) “.com™ & 23 =
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1) United States Patent and Tradenmrk Office, et al. v. Booking.com B V,, 591 US. ___
(2020).



1. EATHE Aol QX

Qa}ol o xu] 2~ G2l Booking.comiits %9} HU3H Tu
% /\}%OPC‘% TE Y] T I8 F AEF T A43

38 o ekas] 2~ (Hotel reservation services) & AA

2 3] "Booking.com'& Z¥dhe= EAREAY, A}t =99
B 5 F 479 A gis) 201133 2012390 v B4
%4 (United States Patent and Trademark Office, ©]a}
“USPTO) ol AE5=E EU319t2)

USPTO= Goodyears India Rubber Glove Mig. Co. v. Goodyear
Rubber Co., 128 U. 8. 598 (1888) #A(]3} "Goodyear
Aol AAE AHH Do) TATIA, "Booking & "o o ofS
3H(making travel reservation)’o|gl= BREHA I A<l <
Afo|EE oln|3l= " com THe] AFS Ed TAO A HEF ol &
U3t A ESE2971S 2E31= Ao] ofUn, 2943 "Booking.com”
S O ARFEY BEHEAOE AE Wolgka AMAAEATES)

o]e] Booking.comjit= 7l A3EA Y (Trademark Trial and
Appeal Board, 0|3} “dEATA) o EEATS HFEGE, &
FEAFYAE USPTOS] AEZARS AAHHA AA, AHIAESS
‘Booking.com™& F2 291 &), #3F L &} oopxu 2 A

m& ox Hu e
L n{kl A_ i)

2) B. Brett Heavner & Brooke M. Wilner, “USPTO v. Booking.com: Can Two Generics
Make a Trademark?”, Finnegan, Nov. 18, 2019, <https://www.finnegan.com/en/insights/
blogsfincontestable/uspto-v-bookingcom-can-two-generics-make-a-trademark.html>, 734}
&: 2021. 4. 21.

) Y, ¥ HAGF 1), 49,


https://www.finnegan.com/en/insights/
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J5h= Aoz A5ty A, A8 4%
FA(descriptive)d] g3ttty &2 AL A
com’ & A& 23 A¥H S 5 A Ealo T2E 4 gloka 4

Z3hged

2. g x|LEH H Ayl THE 2X|

Booking.comiit= AU AW 552 (United States
District Court for the Eastern District of Virginia)ol &%4<
A7VSAEH, 5 WYL dFARLY AAS vjHsHA AR, 5=
o opxinl 2 53} el “booking & BEHA Tt A9 =
|2l “.com 3} Azl Qe A% $IAle)E (online Internet commerce
site) & Bk MEE WS FAst 7ed B34 s =
A, Booking.comjit7} A|&3F AB|A2AL E3], B ZE(Teflon) A
BEZAE B3 921 74.8%7F Booking.com' & EA HIilcd
AoF Qsta glormz AHgoe] Qltkal AAETED)

olo USPTO7} gastgied], A4 A<e3]+ A (United
States Court of Appeals for the Fourth Circuit) = AWH<9]
HAS ARASEA “booking' T “.com’ & EF HEHAOY, F
o] 7ﬂig— Euﬂo]q]cl Bookmg Com /\u]x].E,O_ ?___]Hpqo _%a]_
o] &l o 2FxH] ~(general online hotel reservation services)
2 A= Aol ofyg 54714 (the company) &2 Q141813 3l

4) 794, “REHALcom’ S LB AE0] 2x]9 FAR QAFTH AEZ BV}
Sothe A A, 39, IP Insight, 3522 A4HR 59, <https:/fwww.
ip-navi.or.kr/mobile/board/infoView.do?boardCode=B00006&countryCode=US&search
Keyword=&boardSeq=12053&pagelndex=2>, 7444 : 2021. 4. 29.

5) Booking.com BV, v. Matal, 278 F. Supp. 3d 891 (ED. Va. 2017).


https://www

FEEIO] CHEH HSSE OiF/ ER! 41

r[°l'

49 Sl 2uAA £ 5 Aozl
(;*éEE% Aol Seiglin), ) TR AnAEe ols) e

= ﬁfi ofir, o]of| g AR AH|AEC] EAE ofEA Q14st
=9} A =, ARAES 294 E Booking.com S REHA
o] ozt ERF SAFAIRE S48t gt

AF), USPTOE U4 E Booking.com™ 524 % & B 5317
= AAAA} booking olehs HAS AREEHA] E5AU “ebooking.
com’, "hotel-booking.com'# 7Z-& =u|elu|S A E3HA|
e A $Hshy, ¢ 240 53Hm A AA A "booking’
olghe Fd g FHAL FoiotA] ForE AL AfT -7
T itk

6) Booking.com B V. v. U.S Patent and Trademark Office, 915 F.3d 171 (4th Cir. 2019).
7) Fgshe m3 plR
) ST, ko] WAHE 1), 1-149
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1. 0= gudal, T, AAZIE0IAMC] g

n)=o] kAR (Lanham Act, o)} "awAwR’) & F40] 4
REZ FES ToHU AF(EE AHl2) o] EXHE FANT F Ue 5
go] qlojof thar Rt mEkA ﬂ%‘i} qugao] %7%‘4 e

S

o s52 g 3lon, o g2 %7?1:/\]7]_0] AH ke 594
1 52 Hdl AT AHE FSEAME st RN A2z
(15 U.S.C. §1052)° 83t Ut

9 FeEAHE AAS] AuEd O BEY, 7|93, $X 228
U-&(scandalous matter) 0.2 FA= o] JAY E§3 44, 2 A
Zall AAG AR AAQ, 7oy @A, A z(beliefs), =7 4
Aol HdE AFA7AY 2AEH of" #ATL e AAHH S
AlslE ¢, @ WTO FAo] vz e &2l 19969 14 1
d EE 1O 5o Agor ARRE AYHRNEAN TEF, SHF
st F‘lﬂl‘ 735 M el AAA ol9)e HAE FASHs
FA, @ v= AR, F, AR B = B ol Féhe 71T

J
Olr

7], E&(coat of arms) Z 7]E}e] 71&(other insignia) .2 +
AEAY x3sl= A5, © AE3) e A1 ol& —%’B E=
Aol GAke] M Foglo] FAE o] UAY &g A, © A

Wk vl hEE Y ol AW, 2o E FAHEAY 4%‘??} SR
A wgelo] AES) e Bt U] elo] AqmEo](written consent
of the widow) & ¥2] &2 45, @ 75 Yol A55HH % ==
MAARE Folm E7|5A] &2 EIRIS A3}t FARE FEE FAEA



U Zeksk Ao 2A 91, EF EE 7WS 9o 7sAel e A
T @ FEFY 4ds ‘?_‘r—ffﬁl 71%8A U (merely descriptive), 7]
Flgalch

2 3|9 A (deceptively misdescriptive of them)3d %%
o7 PR Qe AT @ F2 AYHEAE B3] 71<(primarily
geographically descriptive)3 E&o 2 FAES e A, O
T2 AYHEAE 7H o2 3¢ EA](primarily geographically
deceptively misdescriptive)dt ¥&0 2 FAHS & A, O
F2 3] Adele] A(primarily merely a surname) 2.8 T4
Hoj e AL @ AAACE 7153 AL E3Hcomprises any
matter that, as a whole, is functional)f?_ $-o]t}.9)

ozt 1976 d Aug A2 Axes) T stAM Y Abercrombie
& Fitch Co. v. Hunting World, Inc., 537 F.2d 4 (2d Cir.
1976) HAS AVE AHE ® L«l AdE ERo A3 Aer]Fol

bl h
A5 stolobt A5 R A3l © HEFHE nhel A
Qi ARGl o3 A8y HEE BoPssich14)15)

ol¢} #H3le] owbArEy A|142(15 U.S.C. §1064) #|3%&

9) 15 U.S.C. §1052(Trademarks registrable on principal register; concurrent registration).

10) “EXXON”, “KODAK”, “ROLEX” %

11) Zufol] “CAMEL”, H]3o| “Ivory”, &8 4H]24]o] “HORIZON” &

12) “CONTACT”(2H£0]), “ORANGE CRUSH (@AY &8) 5

13) “AUTO PAGE’(A+g Thold® AH]2¢), “BABY BRIE"(H|UAto]=9] HX]
=), “HONEY-BAKED”(3), “ICE’(3) =

14) #2344, Tl *Jﬂ” AAZTAL 2019, 2122179,

15) o4, 0‘91 &, 71E84E 59 AYd tslMe AeA, AT A
R %—% 21024 AEY FH59 AWV, FoHEsl Al
(2013), 159—160‘?3 .
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SEFEI} O ARGE(EE AH2) 9] BREPA SFEEA o5
= &n8|zk9] % 7] (purchaser motivation)7} olUg} S2A®
o] = oujo] th3t An|A}2] Q1] (primary significance of the
registered mark to the relevant public)ol] &S HAISIL
oAtk Uo7k e W A152(15 U.S.C. §1065) A4 AHEAR
7h 1 SER ARE ':—. = 5Tt Al&ste] A AolA daf
Ao ARgst A3A7} 3 ARl st
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Wol mle} 4 A4l B ARAFS A3 USPTO
(Trademark Manual of Examining Procedure,
MEP)-& BEmAe] o], A7|&(Test), A3 A-H2H
d, 3 FaAEe thevt 216
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16) United States Patent and Trademark Office, “Trademark Manual of Examination
Procedure”, USPTO (Oct. 2018 ed.), 1209.01(c).
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AR, 3334 AME (examining attorney) & E4 330 4HAHE
A BEBEACZ AEE Ak, AF dolEMo]2(research
databases), A& T3 22 B3 FAZ dS3ok & o] 3l
ok v AARERE aHRbEe] B B4 AE (s AR Y] 7
)& AH k= AHE3t

A, Aol sl A 4 748k 47y AL
7b BEmAola A $ol = tes] HEHA

=

£ BHEHAoZ At}

OAA, Y =rdude Edste AFgEA 4 $-(mark
comprising an Internet domain name) 7z} F+ALA7} REHA
o SPetel= AATE G EAo] LulAHE7 A
B onE AdS ATk It 53] el A
5943} Aggsriele] Agsel AEY gdx w40l A & 9

T} 17)

17) TMEPE= A3 A- 348 2, “Mattress.com”S A AAEQ] “nj Eg) 2, o] £}
Q) ool 59} BelslA LEDY, Hoclscom™S AHAE YA 5
3} FesjA BEHA, “Sprotsbetting.com”S “AFE FAWE £ FHA - Al
ol AZY” S FHNA HEHA, “Lawyer.com™ 747&*&%‘?_' “HE, HE

T2 B 2] HolEo) 2 AlFY” 53 dHs|A BEEA, “Bonds.com”
ARFE “FEE FEAR: B AAEAY AR EJJr dHA BE
wWA o2 FAAFAUTHL JA|FFIL ATt Wi AHFekAH A (United States Court
of Appeals, Federal Circuit)e In re Steelbuilding.com, 415 F.3d 1293, 1299, 75
USPQ2d 1420, 1423 (Fed. Cir. 2005) #Ao)A, SU/d3E “Steelbuilding.com™
“FEUE B A8 2ol mulsl” o3 A Aol AE S dd] Ve
gk #7%(merely descriptive)oll = G E L, REHEAS ol AT 9

AlskaL 9l
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2. 'booking T} “.com’e| ZAgtEZEIC| HA x|

%
g QIEUoA FARE A Zobd = J=E NE, =949
eld|9d Al2~8l(Domain Name System)& #3149 =g F4
URL(Uniform Resource Locator) & ARER=H], 9] F4= "amazon,
‘ebay’, “apple’ @ 7 294 =wQl(second level domain)
“.com," “net,” “org.$} 2o AAYEMelor FAHAL18)

“com’ o]l ths] USPTOE 4334l SIAIES 9wk AEpdE)
2o gl "HEWA A FEA (generic corporate designation)
of sttty Fgom, of Hol tefjxs &% FANAN TEol

AL AWHHL= E‘“ﬂﬁl E]"I‘Z] 3 }E}

b

FE

Hoﬂ% A7} A ]le ] H=5o F8 434] A RE o3} 2o
Booking.com ¥+2 o]Hof| AWtiHYS 54 F4o] RFEHA
= =Alo g8l 39A EAHE F2 AREste] O 30| ALEH

T AF B AN 72 ST &, @ FF e ARlaet B9

18) 5 J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition, Thomson
West, 5th ed.(2019), § 25A.



H &HAHE gtefstal, @) ¢ &RlAbEAl 4] 4 nrt
A3 BEE A EE ANz R JAHL eAE 7
2 ARSI 19 webA ApEEo] Wk #4S 55
A2 2HIAEA s 280 FE ovrt HEE A
22) 9] f77F ohdet A YRR AAHS AFstolof
Booking.com #AoA At B
& BET F Sle VIES AMGSieH O REHde dF
28] {§& oulatal 1 {of 58 540t oA (exemplification)
£ omletA] om, @ 49 A ous 1 ®A o] £HAE
A AAH= ovlolx, @ Age] E49 4F A¥Y 575 ddst
7] S e B0 RS e, BET Zlo] oy} EA| 9fn|
Aoz WEstolor ghrkal BAISIGITE2D webd Aoy
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=94 “Booking.com’®] HEBA | s|FE=x] o= gake] A
AZQL oJu7t v A 28] TE kM| FHEDE QI

A=A GEidetl, ¢ 4L AAEdA §87IHeE )14
1 glenzg BEHAo] ohyetal #AEHT).22)

Z3tsle] ¥, Booking.com ZHA¥ 11 o] o] TANA AAH
HEHA O] et #3 7|E AHEH O U3, o= oA 4
AP A14%(15 U.S.C. §1064) A133ke] 74, & A3
7b 3 ARE (e AR2) o] BEBEA PEEA AR A

e
= _‘ri

=]

19) Glover v. Ampak, Inc., 74 F.3d 57, 59 (4th Cir. 1996).

20) Kellogg Co. v. National Biscuit Co., 305 US. 111, 118 (1938).

21) i, ko] BAEF 1), 6.

22) ojo| iz} HJEHEE, 4L T ZUAHE “Booking.com”o] HEHHoghH AH] 2}
S0l AR Au 29l “Travelocity” S “Booking.com” 0.2 o] &joF 3}, 212
R 22kl 39 o MHIAE EASkE ARAE HIHE Ao A o &
Sl= “Booking.com” FHAE 4 2l 8 H(ask a frequent traveler to name
her favorite “Booking.com” provider)s}A] 2 Zlo|gta BAISIA
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of 2 ofnlo] i 2Rkl Aol FHtE TANT Ao
chest 2o Aol gtk

AR, BERAY) APEEA ARe anASdA 54

h-3

HHE FF B AR TR E ﬂél%v}.

A, Booking.com #2& A¢EAS ¢ 4 d5-E £,
%%_%}t& Qb H 1 AR|AEC] Qe A HA AR nE V&
o 7 goste]of gtya HAISIAET|, °ol= Liquid Controls Corp.
V. LJ'qujd Control Corp., 802 F.2d 934, 938 (7th Cir. 198
6)23> 53’+ 2e 3 WA AR A7 QB ek o
l/\} A AAFE] YAE HAZE TMEP 1209.01(c) %=

i

23) A7 QA e A
249 38 o149 onE 7H & Qlong 1Y AAE T xgs}oq nEG ol
o] B2 chsledof FHCHCertain terms may connote more than the sum of their
parts and we must take care to decide the genericness of these terms by looking to
the whole.)2l H-A|3FTh

24) USPTO, o] Ar&(45 16) B #d =9 L

25) Park ‘N Fly, Inc. v. Dollar Park & Fly, Inc., 469 U.S. 189, 194 (1985)

26) George & Co. LLC v. Imagination Entm’t Ltd, 575 F.3d 383, 394(4th Cir. 2009)



SEHY| ZEHEZ et JBSE 6iF/ HEHZl 49

=
Hebd HEWAL WA HEE W S g, BEHe] A

A = 2 1
= B3R afAbelA 54 sleshs dds sk Wl
t}.28)

USPTO+ ¢ &4 dx55< 58shd 4%
Ao g Yol AAS AsletA Aok
AR A, BFoloi(S. Breyer) tiH#2 Goodyear Ao Y=
Z, A dFe EAS v deshs WA TTEA ARE
A A 4 glojok ¥ (Terms that merely convey the
nature of the producer’s business should remain free for all
to use)= A3 SE3IT T #A2sHA, EY4E “Booking.com’
o i3] HEETES 58 4 HEBA . com’ B HEE A=

9] 549 AAAIA f-83v 715] 41 =AY 9

A e Y9 22 AL T 22 o fE uiH 3l
AR, USPTOE 943 "Booking.com'& SE24 %2 B 53}
AAA} "booking oleh= HAE AHEEIA] S5, “ebooking.

)
=)
oM.
ol

(internal citations and quotation marks omitted).
27) Ao, S WA 20), 1169,
28) CES Pub. Corp. v. St. Regis Publications, Inc, 531 F.2d 11, 13 (2d Cir. 1975).
29) i, ok WA 1), 11-12%.
30) AUEY, 1o B4, 49,
31 AP, 919 B4, 11-148.
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com’, “hotel-booking.com'# #Z& Tw|Qlu|elS A eHstA] Fal
He AL 98t 9t 28y USPTO7} Bhsh= AL AFZ 24

"Booking.com’ 2] 532 Ahgo] B3k 7o) ofg} booking 3} o)
dRkRlo] A7 A 5 dofok = FrAkRE FH A gk 7
EA(undue control) ol E3}5}},

=4, USPTO9] 8= o] ARRtlRE =3ke#] il 7]&2 &
= FHEE AR, F83 A 2HIAA S ZestA|
ol AL ARgo] A ol et deh =3 o
HIAEO A E50] uete 340|802 L4zl 92 7«

AEZA AT Zo] oz s Adle] AEL A8

e
1

& e g2 rr
o

kA
o
o

7] S8l 3AsA M= AR 75 RS AU S ZHE AR
E w33t} wada] vEAA @3-S (anticompetitive effects) S
AR ol2jet Y25 EUE Booking.com'o] T2 7440
= I AEAANA "booking olghs Edel| g S AL Fo5HA|
el

AR, USPTOE BEWA “.com'e] AFFEA 2fAE] ofv]
TY WA EujIVYE Af3t Sl wet FEa e AR
2 99 (competitive advantages)d TalA] FxE5E0] FQ3s}

= Ao 928 A715kg . 23y Booking. comiit7t AA LA

© &g el *HIZ}*OI ﬂﬂl B —’F %t UL olw

—_

us, v USPTO FAUE &94F "Booking.com'™o] 2%

Aol gEtty & AL E BEAAAAH (unfair-competition



SSTHO| ZHY gt SHSE 6/ Hef2l 51

law)< E}Qlo] 159 AH]2~Z Booking.comiit7} Al &dh= Zo|g}
1 A EL(passing off) dF= AS FA 3}
F3tete] B, A9 EYAE "Booking.com ] fHEH

i

FEGEE 518319 % "booking olghs Edo| tid SH P Fos)
A goug FFEA T FHE AHEA AHEE T i’lE‘rl Ho}
=4 A 37t gloka #AEsT

53], At stk Al e 7IdAIRle] B4 YAl E
£ 2 7 e BHduYY SAY ARlAES BEHA . com
F4o] EA 719 AASHs A0Z AEa JouE EU4E
"‘Booking.com & EFAZEA|7]%50] Stk Rl B39A

5 = e
‘Company’, "Tnc."9} 2-& dubzel 442 w47} A%e 243
HEWHA "com’, "net' 7 2L =M T
gate], Ao disixe Hds=mcle] A
(exclusivity) & Azte} FHEEE F8 =AE Qi 32

Ty A Hof 22 dee v 22 Hebdo] Hg
stAY $HE LY 5 ATk

HE% S AARLTH LEE ATEHAL TAZS sl
g Zlo|eh.39
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=4, 2 50 "art’, ".coop’, ".doctor”. ".info", ".jobs", ".law’,
“travel 5o A€ 7Fsd A9 =w|dlo] thE gl uel,
BT Tk 9] wuildle] AgeE 2749 Ago] sold 7
T olHdt AFIA 71| fAtelR o] tS ERlsld Hdo|r.34)
Ao EE A o] FAZE viel o] LA EF5S %
BhalA] P= ol A Hajol gstA] ke =g "Booking.com 7}
“Bookings.com” ¥+ "Bookingz.com & A2 FY WA AR £
Aol s}, “Booking.com @+ “Booking.travel” Ex= “Booking.

info” & AR v]FALeE FAolgty Bo] Bldsitt

4. AHIX} ZAl HEHE ZSEAO| ChEt Al et

USPTOx= “Company 9} 22 A2l EA& BHEHA | #7}
ste] ARgsle A9 558 we 4 §it(a generic corporate
designation added to a generic term does not confer
trademark eligibility )&= 1888 d Axd thHA ] Goodyear
jlrﬁoﬂ AR, AR} /1A o #eE FAIFR] A7 TEts =4
“Booking.com' & 5549 4 §loty Fstch. Jeu i)
T3t o] Goodyear HA3} ZU4F "Booking.com” Al
o] 5& ZARE USPTO F4, & BEWAd "com S A

N oE ox
(o m
rlo

o
oy

33) AP ELTA S(disclaiment YR F AEdo] §le T et dxd
S TR BE AS FHUOE AR FAZAE T5S AASE AEE T3t
o, Y Aozl FAEA Atk v A AEE EYstA &1 A
o AYELTAEY AH, V= 5 Fa79 8 d, dgEaTY M g
WA 57 Sof HslAE B, “uT AuH, A5 B3 BA 2 AR
E3]4, 2006, 160-175H 231,

34) B, At AR B9 wE AEdx AR egA] Y] EAA
o B3 A7, 13, #805(2016), 305-309H.



ZeEEol chiet JESE ofF / el 53

et Ao r BEHAo| " F4-& WolEolA| egtt.sh)

AR, "HEWA . com’ BHE 5T JAto|E9} AgtE o] Anzt
SolA ExFA12 &4 (source-identifying characteristic) & 2
98 5 Ut sk Z1gARte] £ HQvYE A/ F e
B 2HAES E943E "Booking.com™o] 54 71de A=
2 FEY 5 ok o9} 2 "HEHA . com” R wlEM
("exclusivity of “generic.com” terms)o] “Wine Inc.” ¥4, "The
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{Abstract)

Whether the composite mark consisting
of a generic name and a TLD can create

a protectable trademark?

— With regard to the U,S. Supreme Court ruling on
USPTO v, Booking,com —

. *
Taemin Eom

This article intends to contribute to the examination of the
recent ruling (United States Patent and Trademark Office, et
al. v. Booking.com B. V., 591 U.S. __ (2020)) by the Supreme
Court of the United States regarding the eligibility of federal
trademark registration on the composite mark consisting of a
generic name and a TLD (top-level domain).

Specifically, concerning the presented question whether the
addition of a TLD (".com’) to an otherwise generic name
("booking’) can create a protectable trademark, the U.S. Supreme
Court held that "booking.com” brand meets the requirement
for the trademark registration because the consuming public

perceives the mark not as the product or service, but as the

* Director, Regional Intellectual Property Division, Korean Intellectual Property Office
(KIPO)
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producer.

This article concludes that the trademark manual of
examining procedure (TMEP) of Korea should be newly
incorporated the basis of determination whether consumers
understand a given ‘generic.com’ term to describe the
corresponding website or to identify the website’s proprietor.
It also urges the entity which owns composite mark consisting
of a generic name and a TLD, and wishes to getting
trademark registration on the mark to obtain the relevant
domain name first, and, subsequently, to accumulate the

specific evidence of consumer perception.

Key Words: distinctiveness, generic name, top-level domain,

composite mark, consumer perception





