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So] xgEE ol 3k B4l B3 S FT)EITED)
nZo| M B3 HZAA (patent-eligibility)d) #ek 712024 2
A Bl 2E (2-step test) D7 APE o] QlE=n8) A4 AHFE A4

2) AL3], HFo], rAAAREE B ‘AZEY 0] FAALE) W3}, LZEYo]FHA
T-9(SPRi), Issue REPOrt 2016-0113, 2016, 12. 20, 1H(“4x} A4 . 1 3
Yoyl wiste] AL AT EOSW) o ke Zlo] FEolth).

3) E3A, 1sRobd AAMRTLolE,, ANF QIFAS &oF, 2020. 12, 1H(“E
Aol A A E R 2 A2 55]-A821% AAE e H5rE 39 3 A
AZ1E a5 B8, 9 HFE, ARE- 0T AHI 2 #oF, 3R-(“IoT Al
H2 B oA wge] A 7)) Bere /| BAOE . e wY %
W AAZIZE L1 e 29 28,0 ThET)

4) EPO & JPO, TV 7 b = 7 R AL EFIZTIRE 2=, , 2018,

5) SIPO, "&F|EEEF,, 2020. 02. OL.

6) Hl=oll X ‘patent-eligibility’ (5512 A4 2he 8015 A8l EPOClAE ‘exclusion
from patentability’ (53] Al St d)olehs &l & A8, 8] Sl &
e AT A ol & TFe e TSt AYsta glov, B =7dlA
© A7Ed B 23E gFo] ¥ AY qRE & + WA lA
Ao] Ay og Bt AL o, YR HYS FAEE A Soe=
‘53 A S AMgdith

7) 294 E|AE= ‘Alice test’ B ‘two-part test’ Bt AR =], B =FoA=
2 HAE'Z EYsle] 23

8) Mayo Collaborative Services v. Prometheus Lab., Inc., 132 S.Ct. 1289 (2012) ; Alice
Corp. v. CLS Bank International, 573 U.S. 208 (2014).
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11) USPTO, 2019 Revised Patent Subject Matter Eligibility Guidance,, Federal Register
Vol.84, No.4, 2019. 01. 07. 50®(“the USPTO is revising its examination procedure
with respect to the first step of the Alice/Mayo test by: (1) Providing groupings of
subject matter that is considered an abstract idea; and (2) clarifying that a claim is
not “‘directed to” a judicial exception if the judicial exception is integrated into
a practical application of that exception.”).
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Fop 2020. 12.
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H(2016W 1€ 292~ R~ YA 2 AHRE 719EY).

18) Susan J. Marsnik and Robert E. Thomas, "Drawing a Line in the Patent Subject
Matter Sands: Does Europe Provide A Solution to the Sofiware & Business Method
Patent Problem?,, Ethics and Business Law Faculty Publications, Paper 9, 242
(2011).
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1. 0= @ 2ol daid THAoIAM T

A vl A Alice/Mayo Alo]2~E F3to] APE 287 B2
q

E'of| wpe} H7]1%2 Sl gk AS o] APA gl ellA o)
3t gtk = 53 AXRAAA R ZE AT7gEe] s 2o
A98<€ W71 o Alice/MayoZHE AYE 204 HAES F

YafjoF & WAIskaL JArk.20)

n= EFY 35 U.S.C. §101 A4 ‘EFES we 5 Q& o
oz "NEx ‘?r%ii H‘, A, AZRE = FHE T FA}
3,20 "o g B £ gl Ao taje w2 FYEof k.22
)= Y 35 U.S.C. §101 7A4L ALt glo] wie 2
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20) USPTO, MPEP, 2106.05(b), 2020. 06., 2100-69H(“All claims must be evaluated for
eligibility using the two-part test from Alice/Mayo.”).
21) 35 U.S.C. §101 (“Inventions patentable. Whoever invents or discovers any new and

useful process, machine, manufacture, or composition of matter, or any new and
useful improvement thereof, may obtain a patent therefor, subject to the conditions
and requirements of this title.”).
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23) Diamond v. Chakrabarty, 447 U.S. 303 (1980).

24) Bilski v. Kappos, 561 U.S. 593 (2010).

25) Intellectual Ventures I LLC v. Capital One Bank (USA), 792 F.3d 1363, 1369 (Fed.
Cir. 2015) (“At step one of the Alice framework, it is often useful to determine the
breadth of the claims in order to determine whether the claims extend to cover a
‘fundamental ... practice long prevalent in our system...””) ; Alice, 573 U.S at 219.

26) Susan J. Marsnik and Robert E. Thomas, supra at 242.

27) Mayo, 132 S.Ct. at 1293.

28) Chakrabarty; 447 U.S. at 316 ; J.JEM. Ag Supply, Inc. v. Pioneer Hi-Bred International,
Inc., 534 U.S. 124 (2001) at 135.

29) Ultramercial, LLC v. Hulu, LLC, 657 F.3d 1323, No. 2010-1544, majority op. at 11
(Fed. Cir. 2011).
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31) Gottschalk v. Benson, 409 U.S. 63 (1972).

32) In re Alappat, 33 F.3d 1526 (Fed. Cir. 1994).

33) State Street Bank & Trust Co. v. Signature Financial Group, Inc., 149 F.3d 1368
(Fed. Cir. 1998).

34) John R. Allison & Emerson H. Tiller, "7he Business Method Patent Myth,, 18
Berkeley Tech. LJ., 4, 1021-23 (2003).

35) In re Bilski, 545 F.3d 943, 954 (Fed. Cir. 2008) ; Bilski, 561 U.S. at 593 ; ©|3| %,
$r9] =, 124 (“2008'A Bilski AF1o)| 4], CAFC AA§HejAl= UCT 7]5< ol
233 MoT HAES H83lHA Fud A3S 2A "k v<o], MoT |
2E7} 35 USC. §101 #4<] Fd3 H2EIE st¢ich 231t 2010, o
HYS MoT H2EZ} fY3 H2Egtn & & gloH, &4 ‘T3t 78§
& AP AASHH ).

36) Prometheus Lab., Inc., v. Mayo Collaborative Services, 581 F.3d 1336 (Fed. Cir.
2009).
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FAR] FAE Al dEiFe Aol EFska, oH3 AR F
Aghe e A2 %%EE H7lo| S@ehA Sttt 3l
t}.38) Mayo #Alo]2=ollA s Ay Aol A3 S-8o] W ozx AY
3] SlalAE 1 o] "ojn] e Fol(significantly more) 22
rhelofok shm, o= WA Jid (inventive concept) olgh= ¥
21 & AAFrt39)

Mayo Aoz~ A ] 3-gof o|2 Ao tigh wHH )
ket Aolghw, Alice Alol2x 321 ofojtiof o "ofm] 9
Aoz Hris Aol get 71%S AYFoZN 40 A FA =)
JE 35 U.S.C. §101 39 2‘471] HAEE 3¢ #gold)

37) Mayo, 132 S.Ct. at 1294(“In particular, the steps in the claimed processes (apart from
the natural laws themselves) involve well-understood, routine, conventional activity
previously engaged in by researchers in the field. At the same time, upholding the
patents would risk disproportionately tying up the use of the underlying natural laws,

inhibiting their use in the making of further discoveries.”).

38) Id at 1297(“The question before us is whether the claims do significantly more than
simply describe these natural relations. To put the matter more precisely, do the patent
claims add enough to their statements of the correlations to allow the processes they
describe to qualify as patent-eligible processes that apply natural laws?”) ; Id. at 1297
(“[T]his step tells doctors to engage in well-understood, routine, conventional activity
previously engaged in by scientists who work in the field.”) ; /d at 1298 (citing
Flook, 437 U.S. at 590) (“Purely ‘conventional or obvious’ ‘[pre]-solution activity’ is
normally not sufficient to transform an unpatentable law of nature into a patent-
eligible application of such a law.”).

39) Id at 1294.
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Fu71% ] AEF S-S A3 AR, W A 2E Ag
HS e g sl 9tk CAFCE  ChargePointe] 4712 E3]44)
of tiajA 35 U.S.C. §101 78S Fkgol o] Alice/Mayo 7
o]~25E AYH 204 H2EE A&tk AdANE, AA@Y

4

41) olelY, gkd =& 1547,

42) ChargePoint, Inc. v. SemaConnect, Inc. (Fed. Cir. 2019) ; U.S. Supreme Court, *
ORDER LIST: 589 U.S.,, 19-521, 79(“ChargePoint, INC. V. SEMACONNECT,
INC. The motion of Jeremy C. Doerre for leave to file a brief as amicus curiae is
granted. The petition for a writ of certiorari is denied.”).

43) V2G(Vehicle - To - Grid Transfer) : 7|23}l $4% 7|9k A8 33718
A AbolollA 5 g7t wet M8 FARFOEA AY o0 3]
Az 71=3 4.

44) US 8,138,715, US 8,432,131, US 8,450,967, US 7,956,570.
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45) ChargePoint, Inc. v. SermConnect, Inc. (Fed. Cir. 2019), at [5, 6].
46) Id at [14].

47) Id

48) Id

49) Id at [15, 16].
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HE3| 2k European Patent Convention) o4& we] Ao
AL HERE T2 21, Art. 52(2) 7oA wEo g HA| o=
A5 HIFA Ao R IASH 53) Art. 52(3) FANA 1 AA(as
such) 2h= 4oz Agsla Juk.54) AFE BFd o] E3q
ool ZekEEXol tial] o =9)& AA,55) 200080 A
= 7|WFO 2 Sh= A2 AFEorE e AFE B Il ot &
3 B3 Q7o) wels6) "AFE 73 @ (Computer-Implement
Invention) o|& 8015 Algale] "HAA O T w= HEA O Z AFE
Z2 ol 95t} AFE e 3 o) o] 5L ZHe Uy oz o)
3t Qlth.57)

EPO= 1980yt o] ¥ ]—ri/ﬂ 71%3 7]94(Technical
Contribution) H% & HQYch.58) 71&d 71o] HTHE v o]

el 2 ofolrfol7} ATt sttiet= 11 Wi o] thdS AHg-ste]

tlo o _ﬂm

53) Article 52 Patentable inventions : (2) The following in particular shall not be regarded
as inventions within the meaning of paragraph 1: (a) discoveries, scientific theories
and mathematical methods; (b) aesthetic creations; (c) schemes, rules and methods for
performing mental acts, playing games or doing business, and programs for computers;
(d) presentations of information.

Article 52 Patentable inventions : (3) The provisions of paragraph 2 shall exclude
patentability of the subject-matter or activities referred to in that provision only to the
extent to which a European patent application or European patent relates to such

54

=

subject-matter or activities as such.

1984\ AFEH 7 Lol et S A4 EAE A A 1F AA; 2000

W 9w3]e], ‘Art 522) 189 HIEH i 2|2ES kA A¢R; 2002 4

3] (EU Commission), AFE T8 W e] 5240 #3

56) olaid, k9 =& 839

57) Rainer Osterwalder, "Patents for sofiware? European law and practice,, European
Patent Office, 3 (2013) ; EPO, "Examination of computer implemented inventions at
the European Patent Office with particular attention to computer-implemented business
method,, 594 (2007).

58) T 208/84, Computer-Related Invention/ Vicom (July 15, 1986).
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2 245 dojX ‘Fr13 7&an vt 27EH 62) Fo V)&H
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o], dA A& = =g E5(Any Hardware)

WS ety th.63) 2000 PBS Alo] 2642 71H o8 #AFH =
280] 7l&3d ERS 7H7] flsiMe A Aol siHe=
=24 stegolo] dFolAY 19 BAH Zofojof vl ol
SN GetA] et Aolth.65) PBS Alo|2olA] W A 7-aol| T3]

N i

59) T 208/84, Reasons, at point 5.

60) T 1173/97, Computer Program Product/IBM (IBM(I)) (July 1, 1998) ; T-935/97, Computer
Programs/IBM (IBM(I)) (Feb. 4, 1999).

61) T 1173/97, Reasons, at point 5.3.

62) T 1173/97, Reasons, at point 6.5.
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64) T 931/95, Controlling Pension Benefits System/PBS Partnership (Sept. 8, 2000).
65) olalY, g/ =& 90-919.
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66) T 931/95, Reasons, at point 3.

67) T 931/95, Reasons, at point 5.

68) T 258/03, Auction Method/HITACHI (April 21, 2004).

69) Susan J. Marsnik and Robert E. Thomas, supra at 290.

70) o8], 9k =& 226'H.

71) EPO, Guidelines for Examination, VIL. 7 (“The invention claimed must normally be
considered as a whole.”).

72) EPO, Case law of the Boards of Appeal, b) The Comvik approach, <https:/fwww.
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{Abstract)

Study on inventive step of invention

incorporating non—technical features

— focusing on Al - IoT related invention —

Kim, Dong UK

In determining the patent requirements for computer-
related inventions, the US approach is judicial exceptions are
not eligible for patent. For the EPO approach, an invention
is patent-eligible if there is use of hardwares in the claim,
wherein a non-technical feature is excluded at the stage of
inventive step. In Korea, there are no legal principles which
set non-technical features apart from technical features for
inventive-step, while the patent-eligibility follows suit after
the EPO approach. Namely, for the computer-related invention,
a patent-eligibility hurdle is low and the inventive step plays
a key part in deciding whether to grant patent or not. Therefore,
there is necessity to analyze if our patent requirements are
suitable for Al-loT-related inventions, which incorporates
non-technical features in many cases.

This paper suggests 3-steps test, which has applied the

EPO approach to our legal principles, on inventive step. To

* Patent Examiner, Automobile Examination Division, KIPO.
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be more specific, the 3-steps test is to determine priorities of
the factors which need to be considered on assessing patent-
requirements.

At a first step, hardwares should be extracted in the claim
for the patent-eligibility decision. At a second step, the
technical functions of the hardwares are separated and it is
confirmed whether the technical functions are general-use or
have more special technical features over general-use. At the
last third step, it is assessed what the contribution of the
non-technical feature and the effect of that contribution are,
wherein the non-technical feature have not been considered
at the second step. First of all, it is assessed whether there
is technical contribution of the non-technical feature. That is
to say, it is analyzed what the non-technical feature
contributes to the technical feature in the claim, like a
physical aid. And then, it is decided whether the physical aid
is a meaningful technical factor. At this point, a conclusion
is drawn that mutual cooperation by close combination can
be acknowledged if a physical aid is caused in ‘technical
feature’ by non-technical feature and its technical effect.

The 3-steps test differs from the Comvik approach of EPO
in that the former extracts specific technical feature while
the latter excludes the non-technical feature on inventive
step. Moreover, the 3-steps test has such significance in that
the test assesses inventive step by comparison with prior art
documents based on technical feature only and confirms close
combination by distinguishing technical feature from non-technical
feature, by the contribution of non-technical feature to technical

feature and the effect considered, wherein the non-technical
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feature have been excluded by the priority.

Key Words: AI, IoT, Non-Technical Feature, Computer-related

inventions, Comvik Approach, Abstract Idea, Patent-

eligibility, Inventive Step





