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I. S°71

ESAlEE AZe WS YA ofF 552Ul TN Aol
A 2L OkEA 94 7R 94 25l Ssiloleks Saee Fol
oA Wil HER SUs F ATIAS B9 v o
§ 71818 Foh. oleid We] B} ol gL SolBUNY FRE L
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oot HAE iy WASe] 13t S5 Ald2x A4F Al ze] ad
7IEe B A WAstE o33 I Adr|Eel HetelA] b
o] EAIg ) wWE Aow AlmHEn.

ool 98] 531 Al2% AT A1z M2 Sk 9719 F l‘§<
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I. 5349 A2z A4 A1359]
#r|Eo] B3 HE

1. E5{# M42E MUt M152| TR

29 %4\ 13 9 7o) Ee MRl S Ad2x A4
Alse E3¥e] 1990. 1. 13. HE A42072=2 /NG HA A+
el 7VH£’LZLO_E A EUQEAAL, 1 FHA WA FH- el Al A
g Aust aiHY wEe 1999. 12. 10. Axg 9732675 32
ZA B3 Ad2x A4 o adER A 1 5HE 53FE
48 2o yde A3 AT A & ¢ =S s7H8
of S5 or Haitua o= 7led Wi HelE WEsH
5 BAs] 913 olgtal AT 9 #ES 8% oy
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2003. 8. 22. A3 200252051 A4, 8917} 1ke] A
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o Bi= oA A A F9o #HoR EFW A42% A4 Al
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o|F3 55 LolA EFY Ad2x A4d Alze 1 FH 51L&
ojtell & Zholl 1 A2 A7} g el An Atelol W el &
o] ddzos dAFHA Fo=H Fyge] wrge] Adrel ZIAE W
SomRE v = e Ve MRy FuiA W A

£ 7HA He 2S AAlskE Aol A2 2HE Zlow HAnkd

(

2. 'Siral 270 et s U 17 Tyl B
(1) 22 &t

Sy S5 A2z A4E Alls weE sk a9 &
Al A= AL sHo] o} gl Z o= KRl o] -2yt

4) AR, "B MM 78 B dre] Ml #3k d=3) v=o] Hwy
2 A, rlATA e, tIhHEARS], Vol. 435, 20131 d 8¢, 56,
5) ARl o] =&, 56
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o7} (ii-a) AA7Fs 80& wao] A Awa S84
e #AE ddA g AAkta, S e e ARl A @
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7 a7l oajA AAeHE Pt BE QA 5og BRE 4 gk
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6) FILfE5L 9 3% HA, FES| T WA, =5 HEE (), A4, vFFAL 2014,
137,

7) BIEGE EEFEIC B 2 BAMEIC L ABIROREL BEHEORERRETEREDL
HAIZOWTOER, FHHEFE, 2012, 86~87H.
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85 911 Aot} o]F wEs WAL tiHd 2003.8.22. A
200252051 4, i 2005.11.25. Har 2004%3362 ¥4, o
HY 2009.7.23. 431 2009578 #4 Fo] Tt
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e Helole 23HA FAN UF] T2 =g 2719 B
Aol glo] Bol= tiid BEER et 1) ol tiaixl= FHollA
oA A7) = gt

10) ATl 7|AE Alddo] W] Mol FAHoZ AFH oA we] A
ol o] 7]A" ARl gk 9o] EAIT A Q78 8710|th o
8700) o8, A3t o] A Abolo] Qi thEEHeA TS ARt

11) AT 714 He Ul e ZE 7]&c] 4] Aol tl-SSA 71A1= o
Qofof ata1, w3 B V|eAy) W Ans Flo] AFE] ZAE
He Ad B olflE & 4 d& As 878k 8otk

12) AR, ko] =&, 56-579.

13) tiH< 2004, 12. 9. 4137 20035496 ¥4, th¥ 1998. 5. 22. 4131 9631088 &
2, tH 1998. 5. 22. 9631071.
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I Fe3e) Skl ad'e A% 9 Bor|E
1. 0=

Hl= B3P 4 FolAM 7P 2ot 18 F sl 35 U.S.C.
§112(a)14) = 1 A HA deol|A HAA (specification) o] 74 &4

= skl =, o] el «1611 HAAE ) v 9 (written
description requirement)’,15) “2A]7Ps @7 (enablement require-
Aol A ¢ 714 274 (best mode requirement)-&
FEsojof Qi) 16) of7)A o] v e 2] S5y Al42
Z A48 A1zl w3 246l thgdn). vFoAE o9} 2
o] 3jte] xatol Wrge] A 93 WA Vs 9700 2o] FHH
of we} oF 8710] T 7Fe et FHAR] 87%1A oy 11 Ar|E
& Ffshe AR ABE axAA | tiste] =To] glo] $irh1T)

‘

ment) 2

14) 35 US.C. §112 (a) IN GENERAL.- The specification shall contain a written
description of the invention, and of the manner and process of making and using it,
in such full, clear, concise, and exact terms as to enable any person skilled in the art
to which it pertains, or with which it is most nearly connected, to make and use the
same, and shall set forth the best mode contemplated by the inventor or joint
inventor of carrying out the invention.

15) ‘W] Ax axdol B3 FAH ZA(policy rationale)v FF(AR)Eth= 53
F9000) T 242 %R Uk T B, VRS 81 U S} wE
9 8)g welo] HEd ‘@% a4 Qs ThEolX 1 AHeE & IEE 5
o] FFo| T WL 2f8hs Aol #eo] gl whd, o) M gre

F
e

BAE 2UY V1R ?L IS ARBIolor Atk Ae a7t
16) o]¢} o] vl= B W 803% WA axdol o}LH Hxg
o #A=e] =t s, Tfﬂ S5 9o tigEE Aol 58 A2
Z Aad Az D A2z A3 Azl ZHzh FA=Y ok
17) #e] A 8719 AA7bs 8702 o= 1967'd In re Ruschig THA (379 F.2d
990 (C.CP.A. 1967)} o= FHeHA Ee= YA Y AdozA 14
HolA ghSol= Bstar ol g =T A&Eo] ek
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2718 53] A2rloA o] 243 F7) (adequate disclosure)
i AAAR] 525 2] A 715S Tt Yr)18)

g9 AA7Ps 248, In re Wands 3419 2] ‘Wands | 2~E20)

N

of osl H-&o] AAsHA SNAJEA AR5 dste] ko, o]
Wands Hl2Ex AWEsls} o] BRsla AEA wes o 25)]
olel& 71&Rotoll A Wrje) HHet F7) o ns ATl oA vw
3 Aolg okl Fohe BANE HAFT, AF AR A7
o] Az YA HAANA AANE A ooz 1 WYt 2iEE
A971 AR A Hok olgdt EAAS dsty] ¥Ystke] 1997
Eli Lilly ¥2olA CAFCE 7189 AAVs 849 55 o%s 3
©@317] 913k Wands H2Ee} tlEo] W] A 87 Foto '3
o] AAT IVNE FHstaA sith2l) F, o] A 8419 Vs

18) Janice M. Mueller, ‘PATENT LAW’, Wolters Kluwer Law & Business, 4 th Edition,
2013, pp. 617-618.

19) In re Wands, 858 F.2d 731, 741 (Fed. Cir. 1988).

20) Wands B =EolA F¥ ujAlRke vt 2
(D the quantity of experimentation necessary; () the amount of direction or quidance
presented; (3 the presence or absence of woking examples; @ the nature of the
invention; (B the state of the prior art; ® the relative skill of those in the art; (D) the
predictablilty or unpredictability of the art; and (8 the breath of the claims.

21) Regents of the University of California v Eli Lilly and Co, 119 F3d 1559 (Fed Cir 1997).
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= A A il B AAT sNE &

Sigre=sn Wands Bl2~EQ| Age X-fataat & zlo|tt. Eli
Lilly ¥4 o]%, o] A 8112 BAol s BAHAY A2
7he A3 o]9jol] BAEA] 9F& Hx A7l tisixe dHe] A
slA SNHEA BT ol frE Y W TN ARE
T}.22) o]¢} o] Eli Lilly oA BojF o] dn a7of A3t
o] Zr= AL 20024 Enzo Biochem A}23) o] Aof o3
CHAlE BRI SpA|eE o]g} o] 11 7]%5o] Sd o] Ad
808 1 7|0l Bastal wekAke] Al gol YAXA o
AHA Jle FHAR} HEE AYE 2R RETE $HE
$haL,24)25) w3 A7V 9712600 Fe] FEo] REE|A|A Hoj 1
7)%50] WEekA] A Hivke HlRs ot2D)

f

(1) Tl 2 A7 IE(MPEP28))

WA Enzo Biochem., Inc. v. Gen-Probe, Inc. AFA29) o]jA]
CAFCE, ¥z} 29 A7d dHS Afsites AS 2y

22) Id. at 1567.

23) Enzo Biochem, Inc. v Gen-Probe Inc., 296 F3d 1316 (Fed Cir 2002).

24) Mueller, supra 18, p. 619.

25) Guang Ming Whitley, “A Patent Doctrine without Bounds: The ‘Extended” Written
Description Requirement”, University of Chicago Law Review, Vol. 71, Issue 2,
Atticle 5, 2004, pp. 617~619.

26) 35 US.C. §112(a) TFANA AA7Fs @08 dmzl= waS Al zsk= W
(how to make the invention) ¥} ofU2} IAE& o] &3k= Wil (how to use i) &
Ntk ok AA7Ve 8239 T FAY 542, 549 ZleAdA s A
Zahe W O A o)8ske HE WAXNA AdAsHAl AREe 24 &
g 5oVt vtad $ O e 350] FE &7 F JEF sk Aol

27) Mueller, supra 18, p. 621.

28) ‘Manual of Patent Examination Procedure’®] A2 A], w]= 534 (USPTO)®]
P& 53 AAIZolk

29) Enzo Biochem, Inc., 296 F.3d at 969.
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Frha a4 4 we] A% e FEAE AL ol Iu
2l A5 E ALY F o] AN CAFCE, B} o 0
2 2839THE A HoARE 2L WAL wo) 4ue E3k)
of FT¥E 35 U.S.C. §112(a) 740 B2 WA ZAe] 24
2el Zo| 1, WAL o WL 2589ATH 2L BelFT ST
e o) BANOITZE 1 e HAgal F1AlsA) ko el
M 28 FEHA gtk BASE30

o]% CAFC+ 20104 Ariad v. Eli Lilly A2 ZA435He]A)(en

S 53, e Ay a1 AArFs 848 S W)
o 7 Zolx, el A 8o T A9 Afr HAE
(possession test) 2t Bl Ao osf s, 1 7AW
85 B AT 7R IS SUYS 7SR WAt o3 o
e o] A JE ZRMAE B3 7IEAt dEF R JIAT

oojof = Aol ¢ AL AE we) A 2748 "part of
quid pro quo of a patent3De] R o= .\TJrOHS}OE‘l: ), o]= dhgx}
7} AAE WS ¢Fe TR ESEE Folake Al 53 A=Y
71 dFolA Blojur] wiizo] o]¥ 79 Wéﬂ*ib ol A g
9 A7) Aefy HIAEE Falo] glojof gt Zlolt}h32) g
3 A Bl2E O 1Eeke) AmEe] o Ytis e AAEEA
2 HAEE 3 93 dFEE Af(possession shown by

o
jab)
o]
= &
N
bonﬁ
rUO

30) Application of the written description requirement, however, is not subsumed by the
“possession” inquiry. A showing of “possession” is ancillary to the statutory mandate
that “the specification shall contain a written description of the invention,” and that
reugirement is not met if, despite a showing of possession, the specification does not
adequately describe the claimed invention.

31) B30 W] /1S GuE Rojslojol Ik AdS BaTh

32) olsH], “HAIM S 1A exdo s 1% B deiele] v S5 Al
112z A1ee] <@ 7)2] 873 (Written Description Requirement)’ 2} = £31% |

9z Aaddollx e S 231& FACE, WIAT 14(2), 2011. 7, 51~78H.
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the disclosure) @al ThA] TFAEAEE33) 181 9 ALgte)A=,
8o A 8719 TN = A ZIAE 37 ARt o] 2lel= 214
L7 FHexternal disclosure) o= G8FS vh=r}y1 3}t =, W9
A 80& 35 o A7) 4437} ¥9)(the nature and scope
of the claims), & 7]&9 B4 oZ7F5Al(the complexity
and predictability of the relevant technology) gt oje} E4
ZlEgopllA e 71E A4, AP AE 9 U, 7| AsE T
< Jste] gt 34)

g, 9 AAdFA BAL 9] 94 4SS WY A 8 &
Mol AggrozH Af HAEE US B THEL, ¢ A
olA| FAoA W AW 913 AAVFs 818 A E FEEI
941 37 el Axsil o, of2i’t YA o] Ad
7004 1Hshs 9 84F0] AAIZFs 81004 HEHOE AR
HojAe 84S HAAA & 810 AR WHEs]| FRHA Fs T
Utk Aol E=gict.35)

u=e] ESEY AA|FEe] wEd, W] Ay 218 FEHA
717] 18t A8l 7119 ARgre] A I E HAA o] 71x1E 2
= (o 1A 36) 9 ATkl A o) wel A o

33) The term “possession”..has never been very enlightening. It implies that as long as
one can produce records documenting a written description of a claimed invention,
one can show possession. But the hallmark of written descripion is disclosure. Thus,
“possession as shown in the disclosure” is a more complete formulation. Yet whatever
the specific ariculation, the test requires an objective inquiry into the four corners of
the specification from the perspective of a person of ordinary skill in the art. Based
on that inquiry, the specification must describe an invention understandable to that

skilled artisan and show that the inventor actually invented the invention claimed.
34) Ariad, 598 F.3d at 1351.
35) Mueller, supra 18, p.150.
36) MPEP 2161.02: Standard for Determining Compliance With the Written Description

Requirement.



& w3k sha Qok.37)
g, )= %aﬂg 35 U.S.C. §112(a)ol & o) dm ozl
fr 9 FEAol ST

(2) "l

n]=e ol os] We] Ay 279l 7)5S HEAAYT A
ol o] A 812 AHFolle v<es] 4d A 71EEhE
3L, AATFs 824 53 AlxEelA] Wo
AR ow FIhEolof Sth= HRE DA A%
o, SHAITE A8t so] Wl et AA7bs advteRE 1Y
o] ZxE A Kahe AT BN, olE Bekalr] Sl
o] A7 7|AlE HEL S2UYS 7o E WAl o3| o]l
o] AFE I ™ ZRAAE BAAME 712E st T 7t &
2oz QAT 4= Qlojof = A HIAEE W] dy 84

“The subject matter of the claim need not be described literally(i.e., using the same
terms or in haec verba) in order for the disclosure to satisfy the description
requirement.”

37) MPEP 2163.11. THE THREE REQUIREMENTS ARE SEPARATE AND DISTINCT
FROM EACH OTHER.
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2. Y=

U 53 Al36 e WHEA W BAA 5o 7S
Ao TA, 2L 2 A4 BAAY ZIALA ety 2L =
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50) Article 84 (The claims)
“The claims shall define the matter for which protection is sought. They shall be
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{Abstract)

A Comparative Study on a standard of
judgement of support requirement
according to Patent Act Article 42(4)(1)

Jwa, Seung—kwan*

US, Japan and EPO have something in common with
substantial support requirement. On the other hand, it seems
that we follow perfunctory or substantial support requirement
case by case judging from Supreme Court decisions while we
follow perfunctory support requirement judging from the
expression of the standard of judgement of support requirement.
So we need to reestablish a standard of judgement of support
requirement in a clear way by considering purpose of Patent Act
Article 42(4)(1), realities of other countries concerning the
support requirement and so on. If we change the standard, I
think that one of good options is the standard of C type,
preferably that of Japan.

Key Words: Patent Act Article 42(4)(1), support requirement,
written description requirement, description require—
ment, enablement requirement.

* Technical Advisor in Patent Court of Korea(KIPO Director)
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1) Nicholas C. Whitley, “An Examination of the United States And European Union
Patent Systems with Respect to Genetic Material”, Arizona Journal of International &
Comparative Law Vol. 32, No. 2 (2015), pp. 474-475.
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2) Matthew M. Karlan, “Patent Policy, Natural Products, and The Gene Patent Debate:
Seeking the Proper Judicial Mode of Analysis”, NYU Annual Survey of American
Law, Vol. 67:95 (May 2011), pp. 14-15.

3) €9, “YPTsRLore] EHBEThde] BF AT, A =B, Agrish
(2015.2), 321,

4) Ex Parte Latimer, Decisions of the Commissioner of Patents, 124, 460 Official Gazette
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plurality of selected mutually non-inhibitive strains of different species of bacterial of
the genus Rhizobium, said strains being unaffected by each other in respect to their
ability to fix nitrogen in the leguminous plant for which they are specific.”).

7) Id. at 130.
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9) Diamond v. Chakrabarty, 447 U.S. 303 309 (1980).
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10) Id. at 310 (“The Court held: Here, by contrast, the patentee has produced a new
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11) Peter Drahos, “Biotechnology Patents, Markets and Morality”, ELP.R., 21(9) (1999),
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14) Funk Bros. Seed Co. v. Kalo Inoculant Co. 333 U.S. 127, 131 (1948) (“Discovery of
the fact that contain strains of each species of these bacteria can be mixed without
harmful effect to the properties of either is a discovery of their qualities of
non-inhibition. It is no more than the discovery of some of the handiwork of nature
and hence is not patentable.”).

15) Vivian Mak, “A Comparative Legal Review: Reassessing the Social Contract in
Europe and the United States for Patenting Human Genetic Materials”, Doctorial
Thesis, University of London (September 2014), p. 174.

16) See Mattew M. Karlan at 15.

17) Richard Seth Gipstein, “The Isolation and Purification Exception to the General
Patentability of Products of Nature”, 4 COLUM. SCI. & TECH. L. REV. (2003), p. 2.
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19) Kuehmsted v. Farbenfabriken of Elberfled Co., 179 F. 701 (7th Cir. 1910).

20) Amgen, Inc. v. Chugai Pharmaceutical Co., 13 U.S.P.Q.2d 1737 (D. Mass. 1989),
aff’d in part, vacated in part, 927 F.2d 1200 (Fed. Cir. 1991), cert. denied, 502 U.S.
856 (1991).

21) Id at 1759.

22) Id

23) Amgen Inc. v. Chugai Pharmaceutical Co., 927 F.2d 1200, 1203 (Fed. Cir. 1991).
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35 U.S.C. §101. Inventions Patentable. Whoever invents or discovers any new and
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useful improvement thereof, may obtain a patent therefor, subject to the conditions
and requirements of this title.
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42) Diamond v. Chakrabarty, 447 U.S. 303, 303 (1980); S. REP. No. 82-1979 (1952),
reprinted in 1952 U.S.C.C.AN. 2394, 2399, 1952 WL 3180.

43) Diamond v. Chakrabarty, 447 U.S. 303, 309 (1980) (quoting S. REP. NO. 82-1979
(1952), reprinted in 1952 U.S.C.CAN. 2394, 2399, 1952 WL 3180) (“Congress
intended statutory subject matter to ‘include anything under the sun that is made by
man.””); JJEM. Ag Supply, Inc. v. Pioneer Hi-Bred Int’l, Inc., 534 U.S. 124, 130
(2001) (“[The language of 101 is extremely broad. ‘In choosing such expansive terms
as “manufacture and “composition of matter,” modified by the comprehensive “any,”

Congress plainly contemplated that the patent laws would be given wide scope.”).
44) Diamond v. Chakrabarty, 447 U.S. 303, 309 (1980); Gottschalk v. Benson, 409 U.S.

63, 67 (1972); Diamond v. Diehr, 450 U.S. 175, 185 (1981); Bilski v. Kappos, 561
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U.S. 130 S.Ct. 3218, 3225 (2010); Mayo Collaborative Servs. v. Prometheus Labs.,
Inc., 132 S.Ct. 1289, 1293 (2012); ; Association for Molecular Pathology v. Myriad
Genetics, Inc., 133 S. Ct. 2107, 2116 (2013).

45) Matthew M. Karlan, “Patent Policy, Natural Products, and The Gene Patent Debate:
Seeking the Proper Judicial Mode of Analysis”, NYU Annual Survey of American
Law, Vol. 67:95 (May 2011), p. 14.

46) Gottschalk v. Benson, 409 U.S. 63, 67 (1972); Funk Brothers Seed Co. v. Kalo
Inoculant Co., 333 U.S. 127, 130 (1948).

47) Quanta Computer, Inc. v. LG Elecs., Inc., 553 U.S. 617, 626 (2008).

48) Mayo Collaborative Servs. v. Prometheus Labs., Inc., 132 S. Ct. 1289, 1293 (2012)
(“recognizing that too broad an interpretation of this exclusionary principle could
eviscerate patent law. For all inventions at some level embody, use, reflect, rest upon,
or apply laws of nature, natural phenomena, or abstract ideas.”).

49) USPTO, Manual of Patent Examining Procedure (November 2015), p.2100-15; X|Z
S AE7 WA vuEe] el 551 e & g, AESAR opyel
A RS A 2E A8 el BolE e 5 glom, oRIfEle] Eemc’
%, 7] 0] WA 55 g & gl Zoln, AR £8% FAFAE

Sa{tigel B 4 §lck
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& oka #AP vk, AAHAE $8F F9AE BB W 5 9

n= 53542 20143 12€0f Mayo Collaborative Services v.
Prometheus Laboratories, Inc. ¥¥251), Alice Corp. v. CLS
Bank Intl. ¥252) 9 Association for Molecular Pathology v.
Myriad Genetics, Inc. #253) & 133} 2014 Interim Guidance
on Patent Subject Matter Eligibility’ % A& /AAZ-S 2
#Fatlon, WA ArIEdAeE Aol Mayo FHA0NA A
AgE sl AdrES whgsta gioh5d) ES{did(Patent
Subject Matter Eligibility) e, 19412 H73}o] #1019
A HAskE W7k Y] A 7He| ae] F skl sideleA] o F-E &
QlstaL, sigdsh= 7-¢ole ‘jr— "&‘?l Zg73o] Ay o]
HAAHE AT A, A9 &3 ofoltio] F fitol
Sget=A] AT BRI 4‘:‘/\}7&% 0] AN A s d A Tate] Hi
AT A s EAE st vheF dAs] tEA] vk g+
o] 2tAN, AR, F4H ofolr]o] o|ite] HE] o B
(s1gn1flcant1y more than) F71FAQLAS 23la YEA] oF
= At iR A Est B IS A|101x04 sk
%E o] 7he| e, & Be 24 Z73 ddete g, 59
-2 At QoA 53] 83 AL 37HA] A =) AAH

M

Mo =
w

50) Le Roy v. Tatham, 55 U.S. 156, 175 (1853); Gottschalk v. Benson, 409 U.S. 63, 67,
93 (1972).

51) Mayo Collaborative Services v. Prometheus Laboratories, Inc. 132 S.Ct. 1289 (2012).

52) Alice Corporation Pty. Ltd. v. CLS Bank International, et al., 573 U.S, 134 S. Ct
2347 (2014).

53) Association for Molecular Pathology v. Myriad Genetics, Inc., 133 S. Ct. 2107
(2013).

54) USPTO, 2014 Interim Guidance on Patent Subject Matter Eligibility, 79 Fed. Reg.
74618 (Dec. 16, 2014).
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2], AdEG 2 FF ofolt]o]o) Psh=A] ofFol| tigh Teto]
o H ol viAl 2 Eo] AUTHA Y] FAANA T e A
BA BgEE Aoz Bl % :rL?‘LO] AAA 23 A3 =24 &
of oldl| sl AFolle A7l JEH FAHLAL GEoRE T
71 Akl ofsf AAHA] 1 AARG 4EE] B B Zlo] aTEE
vl ¥4 70d (inventive concept) & dAT =9 F71 7AQ

a7k 2ol Qe o7t Fasi,

(2) 784

ol
k1

H5ES S F-83Huseful) LT 53 WE F =F 14
o o] YT 84S A101x04 A Ak ATt A
ZFoHe B3 e E42 (specific) o1, 22 (substantial)
a1, A A (credible) Y= TT%’“O] Qlofof ghar Ak o] A
B33 HA el AH8Er55) v {849 ’L‘ﬁoﬂ gHgsiA
A ER As 8kl 9,1 efot, ejuEte] A o874
of vlaljA 1 M7} W2 Ao E A6 B ‘il-_}”é% 3Meh=
72 FARE 53 WA Aol o] Aleko 24 FFolAl 7834 %

T 5518 Foi% 7 §ivke Zlolth5T) wepA] w59
F848L 5518 Fofdtol wE Eo AREld tigt s HHP]
|t}.58) In re Fisher AR ]/\1 CAFC(Court of Appeals
for the Federal Circuit) & #8H F+HAHH(EST) 9] 79 2414

do
o
S
o

55) USPTO, Manual of Patent Examining Procedure Chapter 2100 (November 2015), p. 11.

56) Az, A3 Zoko] S3ls|oo] At JAAF, I=PAATH TR
A (2003.05), 43

57) Brenner v. Manson, 383 U.S. 519, 534 (1966).

58) Donald S. Chisum et al, Principles of Patent Law 3rd ed, Foundation Press (2004),
p.735.
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A& U537 Sl F7HQ A7 BastEE f-84d0] jitk
FABIATES) 78 AT T tide] Hths A o] 9ol T}
F8A40] gl FAA BHo) 5|2 Rojahs Z1e BE9d de
FostA He Zola, $5ATE Weidtial Bthe0) Als
(genome) ol W3k AHL} 972} Ao EAGAAE 3olsly 7
E3p7] 9% B (probe) 024 ARSEHE wEE 4 9H
(expressed sequence tag, EST)olut g44a] n}7(chromosome
marker) = TAHORE 1 7|Fo] EAHA ¢v 3 1 AATOEE
5743 840 fittal Hol E5E FofskA] Ut

R
o

o

(3) 2SslAlR

ms B 294 WA SAYSE 7IWe E5SA AN 18-S
7HAAL A &t O, Leahy-Smith America Invents Act
(ATA 2011) A33%(a)dl] “o]He] ojHl T2 zglo| T B35, <l
RS Z3BIAY Qlztel B3 H ke EF|E & Qitk 1 W E3)s}o]
X 55 tiide] obdS Ak Ath.6) ol E5S Al #
Haske] ASZE & 4 o €EI U= 2 o

O [-4\[

ol
X

59) Id. at 1372.

60) Brenner v. Manson, 383 U.S. 519, 533 (1966); In re Fisher, 421 F.3d 1365, 1376
(Fed. Cir. 2005).

61) Leahy-Smith America Invents Act, Pub. L. No. 112-29, § 33(a), 125 Stat. 284, 340
(2011).; SEC. 33. (a) LIMITATION. “Notwithstanding any other provision of law, no
patent may issue on a claim direct to or encompassing a human organism.”; USPTO
Memorandum, “Claims Directed to or Encompassing a Human Organism”, Sept. 20,
2011.; USPTO, Manual of Patent Examining Procedure, Chapter 2100 (November
2015), p. 13 (“If the broadest reasonable interpretation of the claimed invention as a
whole encompasses a human organism, then a rejection under 35 U.S.C. 101 and
AJA sec. 33(a) must be made indication that the claimed invention is directed to a
human organism and is therefore nonstatutory subject matter.”).
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§8 % Q= o] ofehs o §2 Esjthae] HX) gk olnas)
o sl mlel A ol F ARSI YA ek ThE W) 2l A
FohA) eheoK o zaglo] Bt 0y l%cﬂﬂ Holg L glet. 1
2} elmAlel o elmalglel talds Saslel e WAss
2 F A, WABA, Ealgel tiae] B4 opshs Aoz =
S ol 21209 AR2E ARNS D 0k

Hae B3y sl 284 40l g7 MRl 557 Aldwe
NRaoz oy zo SHE A f:% % 9ITh69) )= e
E3170] Wige] 55 9712 HAGel YoH 15| AF 71€A2)

02 AgEofok s, EFARA-S Tt oA Ed|H o] =94
TS A LESF 3HHTE.64)

62) 35 US.C. 287 (c)(1) “With respect to a medical practitioner’s performance of a
medical activity that constitutes an infringement under section 271(a) or (b) of this
title, the provisions of sections 281, 283, 284, and 285 of this title shall not apply
against the medical practitioner or against a related health care entity with respect to
such medical activity.; (2) For the purposes of this subsection: (A) the term “medical
activity” means the performance of a medical or surgical procedure on a body, but
shall not include (i) the use of a patented machine, manufacture, or composition of
matter in violation of such patent, (ii) the practice of a patented use of a composition
of matter in violation of such patent, or (iii) the practice of a process in violation of
a biotechnology patent.”

35 US.C. 281 Remedy of infringement of patent.
35 US.C. 283 Injunction.
35 U.S.C. 284 Damages.

63) Jennifer McCallum, “The Reality of Restricting Paten Rights on Morally Controversial
Subject Matter”, New England Law Review, Vol. 39 (2005), p. 518.

64) Joshua Whitehill, “Patenting Human Embryonic Stem Cells: What is so Immoral?”,

Brooklyn Journal of International Law, Vol. 34, Issues 3 (2009), p. 1075.
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FAESIHHEPC) & A52x9} A3z 53] - 7438
9T ASTRE AN o] e leA S FAE T ok SHESY
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glom 4%l olg7bsd Wl B3 we 4 AT sk 9
©h65) Je} BPCE S8iake] wee] del sl mz Aol
S13L 914 ko, thek A52(2) A WHel] A ke AL
GrAska g, @ 9, Fstole 2 oA Wy, @ A 33
@ A, 73, BN BEL FAE P, ADTE EE AT
W AR Z2ad, @ 3ue) AN el B5Ea 9ol
e A gk Ao sk 9m.66> e dse 23
7% B4l gl FHORN (B BE Bsol2) oA
e e Al A4 T ) AN o2 1 SiEke

EPCE o] Ahdel thatel Aolaha 9lx) gkort g e A4

65) Article 52 (Patentable inventions)

(1) European patents shall be granted for any inventions, in all fields of
technology, provided that they are new, involve an inventive step and are
susceptible of industrial application.

66) (2) The following in particular shall not be regarded as inventions within the
meaning of paragraph 1:

(a) discoveries, scientific theories and mathematical methods;

(b) aesthetic creations;

(c) schemes, rules and methods for performing mental acts, playing games or
doing business, and programs for computers;

(d) presentations of information.

67) European Patent Office, Guidelines for Examination, Part G Chapter II (November

2016), p. 1.
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o|aL 7]&A 549 Zolojof &t ofl 7]& Hoke| Zlolgtk & &
ATHIL AASEIL QTh.68) A|52z A28 o] il sidsitets, A
T AA=E 18t 7]Ed ERS FHlskaL % H A52z A2
o] 1213t A LE e el e detA] v Ao Bl Ir}.69) gt
A A522 A27kol] AAE AARFES 123 F3 R ajdet m
=0 A7HA #iA] AR RT= BS FA M=, vl=e A 43
Q1 AARA, AR B F4E ofeltof o] L7 FHEAES AL
WA eiAEE Zlo g AdEn.

19989 93] 2 FHAF(EU)S "y Fshdyel Raof 7
3 §8A%te] A (o)3F “FHAHTEAH)T0)-S AP, F
8 E35|7]7-(The European Patent Organization)7} 1999\

HAHFIAZE EPC A2 02 e st ddxoz Ay
S e Aol gk SSoid Ao 24 AREJTTD

68) European Patent Office, Guidelines for Examination, Part G Chapter II (November
2016), p. 1; HE4], FHESW A2, AFESBAE (2016), 1729,
69) Article 52 Patentable inventions
(3) Paragraph 2 shall exclude the patentability of the subject-matter or activities
referred to therein only to the extent to which a European patent application or
European patent relates to such subject-matter or activities as such; See also
European Patent Office, Guidelines for Examination, Part G Chapter II
(November 2016), p. 1. ZEIE, “dz} xAg 29| o] 4>, B3R A+
(F=53He3] #), v (2012), 79; EPO, Guidelines for Examination,
Part G Chapter I (November 2016), p. 1.
70) AB EG Nr. L 213 (1998.7.30.), Directive 98/44/EC of the European Parliament and
of the Council of 6 July 1998 on the legal protection of biological invention
A&t Aoz st W] Aol sk, A Az 53
Fs o] e AR, @ V1% e g4lo] el o)) EAfsiciz)
7 Ueke PO FHAL J1EH Yol sl B8 B2
a_ b 2 W 1eH Aol BHE A% £ T2 3o 9454
rerhy AR EE 5RO VAR B U8 7147 0, e AR B
5B E3S AN 128 ol o] ol HEL Ssrisei. 72 A
28&% 58 WS o Qle WO EA (@) XS BAlskE W, () QIkte] A4

71

~



64 The Jounal of Law & IP XMI8& P

QITF I A Qo] HelE AR Bdo] Salriyel @ 4 9
2% AFs ek

FUAWTAAZ A5z ALGE AR P43 B T o
Aol gl A, f2A AL 8 0 RE A9 TP QA 8%
o B WAL SHWS & Ut e AP gty 7
Aafel, $RF} okl A Bt Sl 5 g

2
=0{=4
R
Jm
e
N
o
e
o
e
ol
ol
R
%0

Ir
)
[-40
i‘_tg
il
-
v}

B THLE, G4 @ING B O RE @INGE E3)
s G)el oJsh B Aol THask
AT AR Fee] THALS FYY s 55 we

=
Sl ol @ & Uk T A o, LY F44 2 A

AC

A orr 2 Ao
b
o
o
)
4
of!

o
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£2 ob1T 4 2= BB 484 BYL WS P % 2 es
e 58S B3 g 5 A% 2
ZA, (1) @ T2 gk dAd e A A D B dF A
< E3et] QA FA 8L Ttk WS 5
A B G5 AMEE ks JAZRE el 7% BE ed 3
o ofsf AE FAaas WIE I 84| FAo] o) 8] 74
B FLsEts, 531 TE g Qo oil 3) ARk AE e I AL
e A o1 87Fs/d Ss1Edell 7hAE ] SlofoF F& WAskL Stk (F
S, “57h S (R 71, LEPO, T ) SHE IR (2009), 279 ).

72) Atticle 3. 2. Biological material which is isolated from its natural environment or
produced by means of a technical process may be the subject of an invention even
if it previously occurred in nature.



i LS =T T oo % N W E @S
HH TR T TNzl FTeldesSoR
H BN T G O o~ NN ™ - ooy E
i I Yol oPPsgpiwree ol
Mmoo om W o E I i Y = R - oL
> %0 y x h ok = S T T ® oo oF o ¥ "o
B e A B Mok 2T KRB
T A e A
—_ ) ) S %0 <o ' ol T

R EsSxEp PP xyqg @ ®
- oo = < -~ Tor JETE o | K o Mo of
il N KO <7 = — wr

W oe EOW R F T g Rl g e ok gm B
qﬂlﬂqﬂwﬁﬂ __1”%_”_ o WLﬂMoWIMMbﬂOAT :.oﬂﬂ_rm_iﬁylmﬁm

T wjr — —_ T

Nro o ﬂmﬂa iS¢ il o 2 el o ™ N9 Lf &E % S ‘% T o
T P op ) o oF T W W B o odo
@umemﬁ__omn% mHmML_od;mﬂVﬂaﬁ%é.ov%
E_ﬁﬂﬂwwlﬂ,& “ioﬁ_v%auf”%e_ﬁwﬁ%&odhﬂ
)T 1 of - 0 W = CARENS U oy 7 o B g
o AP oo = < o ) o 2 o
o = o - oF m_m E mm o o &,ﬂ = m.,u_ m 5 N o K
= o) ©O ~ I= o L.<‘|_.L oy
PTRPOR B R TERIPELLLE
™ T o) X —_ 1_|,A J'Jlﬂl_lL‘l —
T R A = A S O )
W oo o ) =0 B X Wd_n BTN o o o o_,_ _— 1_,_A!
TRy R EIERE Oepr oV
HT ,.mo f_w X ,Ol L_L L||_ E__u EE X 1J| \M =0 AT_ H_l ,_Il.” mmE OW
TEEedd g EhaRnaELwEFR L
A B S B < B S N e R
Mook A 9T ok % WO R oF o T2 1 o e

sol, ey

FAAQl Aol ALEE 4 Atk f-840] Z Aol

AIFjolof B5)% we 4 9lehT5)

Part G Chapter I (November 2016), p. 15.
74) EPO, Guidelines for Examination, Part G Chapter III (November 2016), p. 1.

73) S 9AE3 A% & 21; European Patent Office, Guidelines for Examination,

=43 750 oo}
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75) EPO, Guidelines for Examination, Part G, Chapter III (November 2016), p. 2.

76) SYESH AZQ), T2 AR A2z 17(0); 2912 B3 Az
b); BHE3H A1=E)(b); Trips A27= A3 F=

77) Article 53 (Exceptions to patentability) European patents shall not be granted in
respect of:

(a) inventions the commercial exploitation of which would be contrary to “ordre
public” or morality: such exploitation shall not be deemed to be so contrary
merely because it is prohibited by law or regulation in some or all of the
Contracting States;

(b) plant or animal varieties or essentially biological processes for the production of
plants or animals; this provision shall not apply to microbiological processes or
the products thereof;

(c) methods for treatment of the human or animal body by surgery or therapy and
diagnostic methods practised on the human or animal body; this provision shall
not apply to products, in particular substance or composition, for use in any of
these methods.

78) A Y, “AmfotEr M) AFtAlet BEESAMY, 6631, T356/93 ABI 95,
545(Nr.8).



79) EPO, Guidelines for Examination, Part G, Chapter II (November 2016) p. 8.

80) EPO, Guidelines for Examination, Part G, Chapter II (November 2016) p. 8. (“This
provision is likely to be invoked only in rare and extreme cases. A fair test to
apply is to consider whether it is probable that the public in general would regard
the invention as so abhorrent that the grant of patent rights would be inconceivable.
If it is clear that this is the case, an objection should be raised under Art. 53(a);
otherwise not. The mere possibility of abuse of an invention is not sufficient to
deny patent protection pursuant to Art. 53(a) EPC if the invention can also be
exploited in a way which does not and would not infringe “ordre public” and
morality (see T 866/01)"); 5517 3tE-g- 8t b=, 8ok AW 53] A
AT skEb7] (2007), 149,

81) T HAH 38 A% Article 6. 1. Inventions shall be considered unpatentable where
their commercial exploitation would be contrary to ordre public or morality; however,
exploitation shall not be deemed to be so contrary merely because it is prohibited by
law or regulation.

A 324 Article 6. 2. On the basis of paragraph 1, the following, in
particular, shall be considered unpatentable: (a) process for cloning human being;
(b) processes for modifying the germ line genetic identity of human beings; (c)
uses of human embryos for industrial or commercial purposes; (d) processes for
modifying the genetic identity of animals which are likely to because them
suffering without any substantial medical benefit to man or animal, and also

animals resulting from such process.
82) dE =9 F7] Ax AR Tol FNE BMolrztE F7]0 tha Ero] 55
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84) EPO, Guidelines for Examination in the EPO, Part G, Chapter II (November 2016)
p- 17 (“The exclusion of the uses of human embryos for industrial or commercial
purposes does not affect inventions for therapeutic or diagnostic purposes which are

applied to the human embryo and are useful to it.”).
85) FAHSsIH A533(0).



QM= E H TITEO| SaltheA B/ IRk 69

zxa 1591 Aoleka Heolaha Q. YRESFH AAIZoA
o A ohlshs fHoRA () AN A, (i) Beeg
A=A Aao) opd A, (i) AAYHel Wk A, (v) A2
29 olgalA] ghe A, (v) 7123 Aol ohd A, (vi) wme] 3}
AZ A2 93 se Jen JA, 1 Tmﬂ BE wﬂf——

~—

WA e w%wﬂ. 3, A
gaix) ghor}, HARRRE Q9jHo
A, U 5o AR oz W e
F2 1 A 2ol B

o] obdl Thd WAL Aol Y ol 8T 5 9;—5 oz
oF

fru
M
v
o
e
1o

[

Qb ox ﬂ.!{l‘.l
in
N,
&
k]
%0,
o
i
o L
o
1
o
Sh
)
rok
o
o
2
rlr
Ho
m
L
o
_,>:
ol
X

Jm

S5 A29% A1 LR WAt o] 88 5
£, 20l sl 558 we 4 ek sk lrh 9R
S 3

Selsh Al SASPI A o187 H TS I Y 4

86) FFEFIT, BT BEAVE LR, S FrEM B8 RPZIMRUEEL
DOFIFATAEME (2015.9), 2.

87) $5FIT, HF EAHE BEEKE, S 5rEMF B1E REZEMRUEEL
DOFFATEEME (2015.9), 28 (“THA X, AWESN28DTHIFIUEL 55w
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88) FFIT, BT EAYE EEEE, S 52N B1E RPRUMRUEEL
DFFATRENME (2015.9), 18

89) 5T, HT BAFE BEEKE, FIE 520 B1E REZEMRUEEL
DOFIFTTEEME (2015.9), TE.

90) FRTIT, KT BRFR AR, B FRETEM B1E REXIMRUEEE
DOFIFATAEME (2015.9), 6HE.

91) BT, B BRTER B, B FHEM $1E RUMRUEEL
DOFIFATTEEME (2015.9), TH.

92) 45T, 5 BRFR FEEE MBEB 52 AYBIERE (20159), 15E.
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g ol87ksAdo] e SAE Wolgta B £ oy BAIEL
155) A&, “faz Td L] AP WAA 787, EsEdT (3=
E51sks] #), ugAL (2012), 229: A, “rlar oYL AMP v. Myriad
AR HAS A7IZ B DNA #E 2o YA, Ed4asAT, EHY

(2017). 87-88%.
156) 712, “°7<4Z]-a—lﬂi s o] R4, 641,

157) £3589 2008.9.26. 4111 2007315116 J«Lﬁ Az, 5314, 53 A8AIRE A
Z, AR 71eiopd AAVIE A AEEe I U (2017.3), 9105,
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158) E35]4197H 2010.12.06. 200918244 A1 ; 2008.08.26. 2007999336 414 =%,
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Myriad AR1E FAAES o tigt =414 =& dozon, &
FUH Y= £el® DNAS cDNA E3)7} Faehs A9 714
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o= A4 ’}}ﬂ%’ﬂ’ﬂ WA= A} 5L ol FY3E 4
BRE 7L e 35 E5Y stollX E57FesA etk A
A& Es|Fas *"0\—8 Xﬂ7]'3} Aok SFAUTiE e 20159 104 7
o TFATHAY -’&73 < 3718t mlmTig o] AT AR
AEO R FESF162) = B35 vrS 5 Gl tidolzte #4s Uisl
Th163) A58 1 WA 39 el it S5 AxE
(‘manner of manufacture’) el sjFeh=A] oo} AHse], &5
AL S g 7_‘4:[‘5}3 BRCA1 #x#te] Edwolel Ty o]
Y F Ak ARS et ARl 248K = Flo] of
ym, o]d g AdE % Sk o] gk A% oplEtal Btttk AT
g 18 &1 B4 Ao 24 BRCAL f-A4ke] B4 9|0 &4

= wgd g Wolmw g 12
E 7 gtk stk sFopHYe ml=tiE o] 183
il 2 AFshAlE ol A7E e I AR mEEL
HE Yol ¢tsslE= i3 ARkl shEA, o] QIXE &l 9
3]

 atol ofebi SiiTh. BA A, EREHRL of BAL W
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161) D’Arcy v Myriad Genetics Inc [2014] FCAFC 115; See Chia-Ying WU at 67.

162) AU 686004°] 7% 12 T3t 2t
1. “An isolated nucleic acid coding for a mutant or polymorphic BRCALl
polypeptide, said nucleic acid containing in comparison to the BRCA1 polypeptide
encoding set forth in SEQ. ID No. 1 one or more mutations or polymorphisms
selected from the mutations set forth in Table 12, 12A and 14 and the
polymorphisms set forth in Tables 18 and 19.

163) D’Arcy v. Myriad Genetics, Inc. [2015] HCA 35.
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testE 3t ArP1E A83815ich.164) 12u) o]gf gk MOT 7]
T ABEE 5519f Bt o|& oft7kA] 1At of sk=A] Al
Al F1t.165) 20083 Classen A= HekHo] MOT 7150
we} £ Ax|of] AAEA] gt B OE Ay E10=
HEN 7] QUTH= olfrE Editiide] 2 4 glokal A= QI 166)
Ty At Bilski WA MOT7E Fd3E ok 7)) of
Vb 391,167 20124 39 202 Mayo FHaol4 Qckahol] 7t
g E|tlda Aol Bsle] WES SIS 168) vl=ol A= S35t
A4 o] E5)Ho] o RE Akshs A WA 9o g ARstkal §)

coldE 7l wWEH, QAlIA Dojus k=] HhE A3
WP A, AR AEs ©ed] Bl EA Sk WPHold <IA19] bt
ojemiA gk WhHE AT e AAHH 02 O o) i
o] ofeh= ot} 169)

Mayo #20l| mebx A7 = AEobe Adaglo], dAlolA Lo
U k=9 BheA AR e A A HA ol sfigste] o] #
& A WS S|V 42 @A HATHIT0 f2 s

PP BAFE A EH AAH0T WASHE FHORA o]HT

+ Bilski ARdollA Yebd 3t 715521 machine or transformation
=)

k1

)

164) Y7, “A7r FAA e} A 2 W) ESul iy o5, 263H; In re
Bilski, 545 F.3d 943, (Fed. Cir. 2008), (en banc).

165) T, “Y 5399 dFOo=A 2k Wrge] E5A 15> T9 H A7 A
54, AR T ¥ 974 (2011.2), 3759,

166) Classen Immunotherapies Inc. v. Biogen Idec, 304. Fed. Appx. 866, C.A.Fed(Md),
(2008).

167) Bilski v. Kappos, 561 U.S. 130 S.Ct. 3218, 3228 (2010).

168) Mayo Collaborative Services v. Prometheus Laboratories, Inc. 132 S.Ct. 1289, 1289
(2012).

169) May 2016 Subject Matter Eligibility Update, 81 Fed. Red. 27. 381 (May 4, 2016).

170) Mayo Collaboraive Sers. v. Prometheus Labs. Inc., 132 S.Ct. 1289, 1297-98 (2012).
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Y e RdstAY FAAL B S ol 88t A s
= I_E—ﬁ%}ﬂ‘/} zAdsh= W ol tigt A7 St 247
T UTh1TD a8y ofelg AT 1, I8 3 Evetea
sltide] & & vk wEbA ml=ollAE= o sl w3k o] o
3 o] EE5 A Aol obd A101x29 Estid <] i
of wel A= ot

BRCAL, 2& 3¢ daga #s Fax2A4 o719 #ol7t A
71H e WAEo] wolA|7]of QA Ul¢] BRCA13 BRCAZ #3
ZF Wol oRE ERIFFoZH I A SES XdskA Hoh
CAFCE BRCA1/BRCA2¢] thet #7172} ek W] E3{uld2 4ol
sl aid AT TF WEETE Dozl 1A A A AE
oA Lol A HE& H]Iﬂé}% ol A3 210 2A, F 7Y
A NS vasks AL 2AAel AA #A(abstract mental
processes) ol AUA] ¢7] wjio| E3H A|1012e 8718 zk=2] &
k= Zolgtal BAsle] Esjridol opletal dsigint.172)

Ariosa Diagnostics, Inc. v. Sequenom, Inc. A& Q4HE-9]
gojo] Zek=n} == dAA cff DNA (cell-free fetal DNA)
& ARt BIREFH o R goke] 37 Molu AHES Xdshe
o] St Al B3 Zlo|th.173) bA0ES = Yakie] S

Hn
N
lrﬂ tlo

e

171) Mayo Collaborative Services v. Prometheus Laboratories, Inc. 132 S.Ct. 1289, 1297
(2012) (“The relation is a consequence of the ways in which compounds are
metabolized by the body-entirely natural process. And so a patent that simply
describes that relation sets forth a natural law.”).

172) Ass’n for Molecular Pathology v. United States Patent & Trademark Office, 653
F.3d 1329, 1330 (Fed. Cir. 2011).

173) US. Patent 6,258,540 (filed Mar. 4, 1998). ©]3} 5405312} gt A7 12 o
o3} 2.
claim 1. A method for detecting a paternally inherited nucleic acid of fetal

origin performed on a maternal serum or plasma sample from a pregnant
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znt = AU off DNAE SZA7)= o 2 &g AlSolA
cff DNAE A&k HAE E3sta o, 43 43S 71 H)
ol Yalgt 4L A Hoks FAIE ool nlEl PALe cff
DNA7Z} O ©o] Uehdtl CAFCE 540 E3= Mayo Aol B3
o4, Lo cff DNAS EAlw A&l Exatar T Fo]
WS ARRSt olE HEShe 2 53 tiidol 2 & glvkal ¥4
3+t 174) Sequenom-S H40E3] 9] HEAANAAEA AttHY
o 8|71l dE SR Aty ol 2016 649 ol& 7143
o e} SequenomAte] WHES = Es{tiido] € = §ltk= CAFC
o] #Ao] A=

Ao}l A Alolo] oFE HEE HAUZLE A oA dojue=
ARG =M o] = ARGl g2 ATk H= AATL W
2 A 27 #Este] o] 3-8 Ante] Esjtido] HH, ol
7NEozA B3 A7ae] A A ole)e] s ¥ e A
DEo 7 =Ea

re ok

THE s s AE B AP deiMs 538 F
[e]

1
ofsx) 9k glont, Aolgli Al B FF BAlo] AdHo2 3

female, which method comprises amplifying a paternally inherited nucleic acid from
the serum or plasma sample and detecting the presence of a paternally inherited
nucleic acid of fetal origin in the sample.
claim 25. A method for performing a prenatal diagnosis in a maternal blood sample,
which method comprises obtaining a non-cellular fraction of the blood sample,
amplifying a paternally inherited nucleic acid from the non-cellular fraction, and
performing nucleic acid analysis on the amplified nucleic acid to detect paternally
inherited fetal nucleic acid.

174) Ariosa Diagnostics, Inc. v. Sequenom, Inc., 788 F.3d 1371, 1378 (Fed. Cir. 2015).
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Ee SEFAEZRE 2gd 27 2=e A9 A Wy B o=
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A=2he] 2] G &, 53519 tiide] k17

) w3 Poeao] na
2 93 Pojo] A7), W ABe] Ak HAEE Ssiriyel i
FAT QAL HEAAE Do) @ T4 Aele SHvhe)

%%5’347“3 FojAgE 20059 12€ 169 G1/04 4AElA
EPC A52z A4ge] o9 742 Fo=Z sfjA=]ofoF shar A5}
WA, 1 2AA7F 714 E4(technical character) S 7HR= shuke]
HAE 98 F Ue e B A5 Y g2, JIEe oy
SAZE 873, AUt oju]olA ‘AdF oz ofshy wi= 420)5}HA
S s AE AP, old YA B e <%
A A &Fol| g o] EPC A|52x Al1golx Az Edl aid
S Zo] ofgkar sth179) JehibH-e (1) dlole HAl & (52

175) European Patent Office, Guidelines for Examination, Part G Patentability, Chapter II
(2016.11), p. Chapter II-11.

176) T82/93, G 01/04 T 290/36. Kristina Stenvik, “Patent protection of medical
methods-A comparative analysis of European and US law”, Master thesis, University
of Oslo (2016), p. 19.

177) Decision of the Technical Board of Appeal T144/83, cf OJ EPO1986, 301;
European Patent Office, Guidelines for Examination, Part G Patentability, Chapter II
42.1. (2016.11), p. 10.

178) W52, FrEEs AR, AFZTAL (2016), 180,

179) G 1/o4; HEIF, “ @A T o] S5 EoF o A3 A7,
ALY =7, gt (2012), 599 =
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Soloiy B9IE B stk 182 =3 (DU (D9 16H
¥ WA} QAAIA AWshAok s, Aokl HEAE-S WA Ba
2 @h189) ARHO 2 Gl Y] BAS BT 235 A

a
Ir

T Fw wAl AR Pa|= 2yl gtejM St del
A AYste], gk o] HE A H o2 AASt QJrt.184) we

180) European Patent Office, Guidelines for Examination, Part G Patentability, Chapter
I 42.1.3 (2016.11), p. 13.

181) T 125/02; European Patent Office, Guidelines for Examination, Part G Patentability,
Chapter II 4.2.1.3 (2016.11), p. 13.

182) G 1/04; European Patent Office, Guidelines for Examination, Part G Patentability,
Chapter IT (2016.11), p. 13; I Q, “ZIghgdg o] B Aol T3t A, A}
3] =, AAIHERAL (2008.12), 54,

183) European Patent Office, Guidelines for Examination, Part G Patentability, Chapter II
(2016.11), p. 13

184) European Patent Office, Guidelines for Examination, Part G Patentability, Chapter I
(016.11), p. 14. o2& 7]&ol wel Myiad JIHPHES FelA 59
(EP 0699754)7} F-{ =30t} A7 12 tha3t 2tk
claim 1. A method for diagnosing a predisposition for breast and ovarian
cancer in human subject which comprises determining in a tissue sample of said
subject whether there is a germline alteration in the sequence of the BRCAIL gene
coding for a BRCAI polypeptide having the amino acid sequence set forth in SEQ.
ID. NO:2 or a sequence with at least 95% identity to that sequence, said alteration
being indicative of a predisposition to said cancer.
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Aok WS Fdolghs QA Ao 0|27 gton® ESE
RhS 7 lrhal st 186) mEbA], fRollilE WAIH O R o5
Pl A WHS At YARE, TP A WP T
A e A7 WS Bloz AuEy, AL 7)Ao uf
2} o) meQlol e Lo YA o} Es{the] & & Utk
PrometheusAte] tf-§ 53 = AHEAH C2ZRE E5i5 W
s, v= AT 2, AdA B AsEsS SA)

Loy oR Hol gtk Sl A ARelA WA A
AP FglA Ssjthdel Hx Bahe oRaslel A
Jo} 53] FEHUTHISD mlH3} D] el o] A Bls
of B3l A2 BAI7E AV AE Sekth. S Brle %

&O

185) European Patent Office, Guidelines for Examination, Part G Patentability, Chapter I
42.1. (2016.11), p. 14.
186) =71, 9] =&, 979
187) EP 11154033 A& 12 U3 2t
“l. An in vitro method for determining efficacy of treatment of a subject having an
immune-mediated  gastrointestinal disorder or a non-inflammatory bowel disease
(non-IBD) autoimmune disease by administration of a 6-mercapopurine drug comprising,
determining in vitro a level of 6-thioguanine in a sample from said subject having said
immune-mediated gastrointestinal disorder or said non- inflammatory bowel disease
(non-IBD) autoimmune disease, wherein said treatment is considered efficient if the
level of 6-thioguanine is in the range of about 230 pmol per 8x108 red blood cells to
about 400 pmol per 8x108 red blood cells.”
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188) European Patent Office, Guidelines for Examination, Part G Patentability, Chapter II
42.1. (2016.11), p. 13, 14 (“Diagnostic methods likewise do not cover all methods
related to diagnosis. To determine whether a claim is directed to a diagnostic
method within the meaning of Art. 53(c), it must first be established whether all of
the necessary phases are included in the claim. If all of the above criteria are
satisfied, then the claim defines a diagnostic method practised on the human or
animal body, and an objection will be raised under Art. 53(c).”).

189) EP 06997542 A7 12 v 2t
claim 1. A method for diagnosing a predisposition for breast and ovarian

cancer in human subject which comprises determining in a tissue sample of said
subject whether there is a germline alteration in the sequence of the BRCA1 gene
coding for a BRCAI1 polypeptide having the amino acid sequence set forth in SEQ.
ID. NO:22 or a sequence with at least 95% identity to that sequence, said alteration
being indicative of a predisposition to said cancer.
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193) $59T, 455 BRFTR BEENE BN 5520, BIE REUMRUEE
EOFIFETREM, 20159, 11E; E314, = AARAE 7S A8 F8 HAxl=
9] AR AT (2006.12), 259,

194) H59T, 455 BRFTR BEENE B 5550, BIE REUMRUEE
FOFIFATTAEM (2015.9), SHE.

195) H5FIT, 455 BRAFE FREAE B 5550, BIE REZSMRUEE
FOFIFATTEEM (2015.9), 10E.

196) #5797, 455 BAFTE BEENE, P 520, $1E RUMRUEE
EDOFIFATTAEM (2015.9), 10E.
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{Abstract)

Patent eligibility on human materials and

diagnostic method

Hena Kie"

Patent eligibility of biotechnological inventions may be
determined by the Statutory Inventions under Article 2 of
Korean Patent Act, Industrial Applicability under Article 29
and Unpatentable Inventions under Article 32. It is not easy to
determine if inventions on gene or stem cell are statutory
inventions or discoveries, and they are occasionally excluded
from patent subject matter because they contravene public
order or morality. Laws of nature, natural phenomena, and
natural products themselves are not the creation of a technical
idea using the laws of nature: therefore, they can not be patent
subject matters. In relation to the Industrial Applicability,
substantial and credible utility is required in biological
inventions, and therefore Industrial Applicability has been
considered as a criterion for determining patent eligibility of
biotechnological inventions. In addition, in Korea and Japan,

the medical practice relating inventions such as diagnostic

*Ph. D. in Law
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methods are excluded from patentable subject matter for the
reason that they are not industrially applicable, however, in
the United States, medical practice relating inventions are
patentable. In Europe, medical practice relating inventions
including diagnostic inventions are not patentable according to
the statutory laws. The United States does not have an
explicit provision on public order or morality except for the
invention involving the human organism, therefore, any patent
application is not refused under public order or morality.
However, Europe, Japan, and Korea have provisions on public
order or morality and inventions that would be contrary to
public order or morality are not patentable. Inventions of
human materials such as stem cells are closely related to
public order or morality and therefore, public order or morality
provision is a criterion for determining patent eligibility of
biotechnological inventions. In consideration of the specificity
of biotechnological inventions, it is necessary to reasonably
control the patent subject matter to ensure that the rapid
development of technology in the field of biotechnology and

patent protection are properly balanced.

Key Words: patent eligibility, industrial applicability, public order or
morality, human material, gene, diagnostic method
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aznkeely] 84 ERe ke Addoz RUsh) BEE e, Bes)
3 AR OB YARA FHE ARvkEes) BARH 4] Ak
°F 30um o] Wit Ade 7ML 7] dAES] IS EH(interstitial volume)
o A]-7] %E%g] x%;‘q] iﬁg] Q}45%E1:1r x]-;q OJ—EH. =i}

A7) 8T 9-EAS ZH= sl ojake] 8224 A FHE @] 98
(71904, 7] §4¢ TP A EFES oF 5000 o] P HEE
W1 3 —%%;4 Holx Al Fi ol 7] §8¢ TFbe shiel o
A EYEY) BEE FEY S S TRV SER ) oA EFEL 525
she a%on oSN EHT WSS ZETh,
85) ALFEHAL VAT A S SallA = ul, ARk e @;3}7%1 =4
T k= 7/&2 & = Qdrk AAAE 1522%] 978 LA S 5 s

“?—F 30um’ ol EE-2 30 ym £ 15.22%, & 25434 pm WX

g e ow oH”QE‘r”J_ ataL, v aAEe] 29.1 pmel

7= wd3EE 2 Aol 2516 im?l A= T ZHo] GRS 2AAE

T e A Aol et AR 2 5 °‘T/}1 TSI

2
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2) Ortho vs. Caraco A}Z186)87)[0|5} Ttz 4—60[2} SiCH

Jm
ok
=3
o)}
10
0z
0x
&

OpMEOID|H0| T3t Eclole 2xlo| Z2k|g= o
1: 50 E2lols 24 U OREOD|=HS sl
orst AM2

==

s 78

OIMIEOD|=HHI0|| CHEH ERNOIE HI0| ‘1 : 7.50AF

IE
o
o
[k

K|LeHRoll M=, 2F 1 1 59 QIS 1 36 LHX| 1 ¢
7.1°9 HO| Ujofl Z&el= HIES 2nlsle Ao &
QICt ol2fet ZEZ Ui2|7| i, XIgHES &
2o OfE FTels 5 UHO| MAlet MY S LN
He ZRGIFXOE E5] “1:36 E= 1:7.190 e
1:5Q1 ARt EAMCZ ISR ZTHI5% AlE|

SIa Uk XOP7F AT D FHE v U= Akl
UHSIACE Ol2fet FHE SiMES J7IxZ Siod, X
HE2 CarcoAfel AMIF0| olix Sots =iEsloH]
ECH SI, dedel: FESINIC
SIS “OHabout) 0l2k= 8012 stiAlnt L2t
Yoge LTAARICIL otgsdcin, ¢ EsidEel
1:52k= 2] YA (criticality)oll =3I 1:5 &
dHlg2 111 SYHE &7l S5 MM 7[R
7|et 52 Helo] SRS FEE= Z10(7| uhERof|, o
1:5 HIE'2 &7 siAl=lofof Sttt EABIRICIe), m
2N LIMEA Y TEIH SUS malsiod, o 1:5=
1:36 UK 1:7.1°9) 2X[-HLIS ofofsh=s Ao s
Fiagael 789 sidol=s @F7t Qlctn T2
. 0l2f5h Fee| s Slofn, '1:7.50149) HIgS
e IodE2 S6iddol Higs 50| %2
C=M ZUESHO SiiFSHA| P, TeE HER2
2t ofs Y 78R4 gle AxE FAlot
fiate) A2 SIE=[X| te8=z FSEbl: HMEE
T offM, 1aE TES XIXleitt

i
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86) Ortho-McNeil Pharmaceutical, Inc. v. Caraco Pharmaceutical Laboratories, Ltd. (Fed.

Cir. 2007).

87) OrthoAl=, 34 9JoFEE9l Ed}ulE (tramadol)# oA Eo}u] 3 (acetaminopen)
o] B4 g2 Egsle] TAEE stz Bl 3 =53 US 53366912
ESAAZA, FARE EFAAE AzDusty] s A 2 FEHANDA) 4l
A& g I3 CaracoAE HUE E5s4AES A7 Aol
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3) Teva Pharmaceuticals USA v. Sandoz Inc. AlZ490091)[0 |5}
L 4-7'0[2} SiC]

‘ZHIg 9f 6:2:5:10[2f= 74

F7HRil= 3 e(copolymer—1)2] Fol=
AR T ZREO| +XIHRAE 71k AR

Rl g9

88) ‘ePolgh= ol ATHANA TYH YHE 7HAA ofysta, I ofvlE
A AR 71 AR TA ] wel gebd Zlolt) coFolghs wojof AL
2 Qlete 1 @49 srEE FXHAE dAsH Aldkshke 2ls BRI
T HSlE T 71eA Rl WA s ook gtk whetA, d o] AdAlgk AH
U, 2 7jE O ATFEES aesiof it &9 deluEE A
SN7IEA ERE Hshe Aol AAsitt siF 71e RofllAe] on| F A}
45 S E 9] YA (criticality) S AA3H=T] F88 Aol
Pall Corp. v. Micron Separations, Inc., 66 F.3d 1211, 1217 (Fed. Cir. 1995). Modine
Mfg. Co. v. United States Int”’l Trade Comm’n, 75 F.3d 1545, 1554 (Fed. Cir.
1996) (‘Habout)’ o2k &019] ARE-2 sl ol o) 7% 1 7€ #
HolA dutd o= olsid 4 gtkal AASFATh); Conopeo, Inc. v. May Dep’'t
Stores Co., 46 F.3d 1556 (Fed. Cir. 1994) (32 2] A8 $of 7]21E Hl&<
A (criticality) B F7FC] 71EA7F WAFA vFo] opolgl= A& &
AR o= HUT Ao iRl Tt JES ssich)
$ E3ldells, oM Ec] 3ol thgk EdtvlEe] FRHE] B3 Ao
Z 1570 YA, I FAA BT 6 2 4 ¥o] B4 TS A8t A
o)a, A AFES T8RS Hl(ange) & 71ASHL ATk dE
of, A7 12 <oF 1.1 WA 9 1:160009] FHHE-S 78 Aotk &=
o o] A Al oF 15olYoE oF 119 HEE B RAEEE
T ok AFSkL e e sk, <9F 1559 BlES YAl Al =
A of Lrolgte HIE7IRA T Z3eHA B Zlola, 53], A Ao AAld
ME L1, 133, 15, 1:57, & 1:15 H&-E /AL QoA s Ao
“of 1:3 WA oF 1579] HIEE A8k i, 9 B EQE F 157 F
Tk Z0E Holk, “9f:57w FA| s olol dtta HAsHT
90) Teva Pharm. USA, Inc. v. Sandoz,Inc., 723 F.3d 1363 (Fed. Cir. 2013).
http://www.cafc.uscourts.gov/sites/default/files/opinions-orders/12-1567.Opinion.7-24-
2013.1.PDF
91) TH3 738}E(multiple sclerosis) X| & o] oFFol| #3F S35 HEAAAA
Teva Pharmaceuticals USAA7Y, AIU[E] o] 2FZANDA)S A1 E S]] Mylan™
SandozAHE BATHE S8 AEE A1 ARREoT
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I MAMIEH MEolle “B=ER(copolymer—1)E 22t

2l | E|2I0| 2Happroximately)
molar ratio)2 &= ZE2[BEIE9]
" 2H= FoPt 7IRHEI0o] UACH

'l
=
=

()]
N
0 o
i
o

fon

fQICH L S (| ) 2l

-
The 4309

|

Ofo].=At ZH[E0] 46:1.6:3.7:1.0

O[ZSAHRCAFC)2, T REtxl(aggregate) 7122
2 OIs|A MB0IN 474 ofol=Ate| TME HIg2
42.7%, 14.4%, 33.6%, & 92%=2AM, E5HO| HIg &,
42.9%, 14.3%, 35.7%, L 7.1%%} H|wsi=E M, THX|
45% Y= XI0|7}F QICt ESH 242to] THUO| oAt
ct Hig2 So1H9| HlEut Hlwsi=E 1 2%0[4 CH=X| &
T4, 21 HIgDf 8| Al FX| RS2 71& 5%0[2te
2 o7} 9= mmEIA HESS OF 6:2:5:10|2k=
FHHQ| FHEAS FZ510] 2HEGIE A6t &
SAGIE TEst ERI| QIrtes) 1 TASIHA, 0|Xo
TSH X[ oS XIX[HCE

13
10
io
e
i

92)

93)

vl 531605443059 ATE 12 o3 2tk

oF 20 kDa2] ©F 2 kDa WA A& molecular weight) oA 1 EE-80] 75%
ol g zh= FETA-1EA, t29 BAEE o] FoR AlzHRel 23 A|lxd
&ZA)-1(copolymer-1):

RBog FEA-E BESTAL} WHSAIA, oF 20 kDad] oF 2 kDa WA| £4}
F Aol I BE-&0 5% oVde e ERlEE 2o FEHAE ¥4
Sh= TAl(0] HHe-2 A whgol o3 vE] AAE 2% 9 717t B3t Aszioh;
371 °F 20 kDa®] ¢F 2 kDa WA A= BN I EE&0| 75% o1ds %
 EEE2oMY F5FAIE, £4 dulzld §do2 Aesle, oF 20
kDa2| ¢F 2 kDa WiA] #A-F HlolA 1 ER-E0] 75% o1 dS Zhe Fo8A
-1 PAdsk= oAl

T TIAFEL “MylanAte] AFolA] 1 ofmeike] HIE-L 4.6:1.63.7:1.00)1,
SandozAle] A|FoNA 1 HIE-L 4.6:1.53.7:1.00]th EJ2Al tf go]ale] uH]g-S
o EF|HoHE 5:101X7F FuAZNME 37124, 16%014 dEshe= A
S 2A, FIAFEL EAS A Z= Aokt TSI ol
3t Tevark= “¢F 6:2:5:1 02 A2 AA 3] -E(aggregate) 715 Hh 12%
T & ZAEES XFee 202 3IMPH 14 Hde] sf4o] Addsith
T AIAES opn|ieke] HE-S A 70| ofd T ofu|wiks V|Fo R
Aok ks o8 AWskA £l 13, ©A FFEA-1(copolymer-1) ol A]
7 AL H2Z2AE 7|FoR O HE-E AkteiEa sk ok & 62:5:1002
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(3 g=

1) Generics [UK] Ltd (Mylan) v Yeda and Teva A}7497)98)
[oI5} ‘| 4-80|2} SiCH

S| WA 14 | oto|eAt 2HIS0| F 6:2:5:10[2k T

Ofol=At EH|EO0| 4.6:1.6:37:1.0

v

< 146+2+5+)E 1 715 sk Aol Histd, 3)3|AL A FEL] 1
EAIE 1094.6+1.543.7+1.0) 8 7|2 Z = Aotk A1} AEEH A+
v wsl] HsiME, A AEFSQ] oAt HlE-E 6.02.04.7:1.3(F,
AA 9] o] 142 AU 1AL HAE HEZ st nlwsh= Zlo] elget
Holt), 0|3 Wi o Z nwsld, ¥ u3|Al A EELS E3]H HE&S 553}
A At =3k S A asty, UL AFS0NA 470 ofw]Ake]
H| &2 6:2:5:10] Aok 3 FASIATh
94) CAFCE D FZ&A|-1(copolymer-1)E A 23taL e Ad7|&olA oA T35
A1 (copolymer-1)°ll tht AAJ[E}L}e] o eilEol )& & wf, 1 K3
HE25E 5%014 o Aaks 23S A3 F5EA-1(copolymer-1)= 7+
FHIL U], @ FFEA-1(copolymer-1)2] ofv| et vl &L Wy} = 23}
2 EgA4ote AT Ae 55 1HEh
3|2 E5AAL 10kDa o) FHHTF BAEFMw) S 7 &
Al-1(copolymer-1)& SHAAEAE FolA J2H 02 A Ythe T4
Atk H4g 10 kDa FAFS 7= 358 A-1(copolymer-1)& 7| A3}
A7) AoldE veily]l fall, Ssldae g FA7EES
9kDa®] £AH-E M FFEA-1(copolymer-1)& EFFsh= Zlolgta 4
vk ek 2y ARt YL «ESAA BT SAEMw) S o
A AR AR7F B o)A £ EHGA A8 Y] v,
ALY HERk A@E7) gL E F gleP i BABHT:
96) Teva Pharms. USA, Inc. v. Sandoz, Inc., 876 F. Supp. 2d 295(S.D.N.Y. 2012).
97) Generics [UK] Itd (trading as Mylan) v Yeda Research and Development Co. Ltd
and Teva Pharmaceutical Industries Ltd [2013. 7. 29.] EWCA Civ 925.
98) YedarHs 35 A-1(Copolymer-1) 02 4R A 3-53HA19F Bed FHEF]
EP-0762888(%+2] W= 4-70014 9] m|=53d7 5YT 78 E5idAe]
1, Tevarhs A8 ARG 1AM, MylanAks E315-89F HIREIHA
& Tohe &5 AVlEdod, 1MHELe F 7 2T 7174815 MylanA=
olol BEst] Pl Fgasigont, Maehs A&o] FAHU

o o [l
>\I

o H4

)

95

~

W
y ot 3L o o
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o

»

S SIAHRIS "Q| ‘O approximately) 990 |2Hs EHHS
Ot 2401 QoM @it & Z&eH-19
olM2l g nafst 2o ofalat 4 R, Sk
20| 49| X|AZ 718l XK= O @XfL 0|
gF-1'0] 7ixle L2t 55
4

Xl =2 Sl & Zolcyatn SiRXE "EA0l X|
AE 71X XPF O @RR HYO| Z|tHYE=E HEA §
ket 22Xl CioiM & & UA=X] HEE S23t
Xl QO GBI MylanslAb HIZ0| @ E51Ho| 24
2 6:2:6:110 C2 F= 0|R=, Mylan3|AF HIE0IN
E|2419] =H[Z20| E5{EMM 20t 29%[= (9.2% —
71%)/71%HE o =Ach= Fo|Qich

ololl L5 SAHRR MotV eSS SaiM 2 o, 25
S| ol JA0M O St ofnl=Ate] 2 HIEO0]
16%8E2] 0| et SUst S5AZ IYE
S 2 4 QT OfojiAl EXMofl 7|0[8H @R} & 5%
0|0Hd Z40|2k= M7t glom2 A= 174 OfO|eite]
2 HIB0lIM 29.6%2| HE0| Ofo|eAt B4 2 "BEE!
A o wMst 4 Q= RIECH 2 ZQIX|of| Cfet
S77F QiCt 2l TSI, 1AMRIo| AZS X|X[5)
HA HIEG MRS AHESINACE

163
o
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e
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2) Napp Pharma v. Dr. Reddy's & Sandoz A}z4100)101)[0 |5}
| 4-92} BiCH

E5jatm0] HPSE 10 %-wt buprenorphine & 10 ~ 15 %—wt levulinic A
;‘H,f__r‘f; 2F 10 %-wt oleyl oleate, 55 ~ 70 %—wt polyacrylate, & 0 ~
S 110%-wt polyvinylpyrrolidone@ 2 AMEl= buprenorphine I[E&Ed}

99

~

3] 8| A}F MiyanAhs, “$1 < @Happroximately)’ ©]2= Tole of® o ojm|iAt
o] Brlgo] I Al FX|9] +10% o TEA G 2AES X8 Ao
ety FASIGARL FAHY S AT B AT AgEA] % o
A%t FA AL sl Aol dFsit A wlAstah eHH, Tevarls “$
“%Kapproximately)’ ©]2H= @l 353 A-1(Copolymer-1)7F 71 24 0] A 85HA)
A=A e 999 FFHATE AMES WS Ao, ofvike] EHlE
2 ESHAA A 711" vt E 4709 FR" FFEA-1(Copolymer-1) Z%
B dste RE RAES X¥se Aolth . FA3ITH

100) Napp Pharma v. Dr. Reddy’s Labo ratories & Sandoz, [2016. 6. 26], EWHC

1717(Pat).

101) EP(UK) 2305194 % 1731152¢] 534 Mundipharma®] #A|E3|A} Napp
Pharma.”} Dr. Reddy’s 2 Sandoz AFS ATHE E3 A8 45S #7183 Aletoltt,
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Ok TS AX|(mX])of &5 21|, 0] S0iM buprenorphin, levulinic
M2 oleyl oleate?] & HME(%-w)2Q| +XIHRI0 25t 714

egxy | PRI SEECD s

=
XS

Al geli= Aot R,

SHHO|, ES1EXIR! NappAls et £X[Hel= 7+
x| BB 230|7| THE0H|, “ouprenorphine & X lewuiinic A2 242t
‘75> ~ (125 %-wt buprenorphine &, 7.5> ~ {17.5 %-wt levuiinic
Ab QI DIX| SRR, “2F 10 %-wt oleyl oleate™2 “15 %-—wt L7t

OS2 JHEQ| aXIE= a0l Qs Eoi=ln Qlo, Agel gt
S2 MAHE MEFIH 95> ~ (105 %wt buprenorphine &, 9.5
> ~ (155 %wi levdlinic AF 2 95> ~ (105 %—wt oleyl dleated|

St 5%t

BRI "HAMof 2| 5O

HUEE Alsts st 7[M= 87|
M20f, SAE0I nist 7|HE 2510 BH, 10 -wis 95> ~
105 % W=E A=, 10 ~ 15 %-w'= 95> ~ (155 %W =
SHAIEICE ‘©F 10 %-wt oleyl oleate OllA] “2Kabout) 0|2H=
Sl Re2tie mEE 4 QXD SAMRI Bied
LIEFXI= & HoME Si8sls 2X19| njo[gh +&8 9
O ZIFSH= 20| O EtiCt matA 90> ~ {(11.0 %—wt deyl
odeate’ HQIZ sliAfGHE 20| M5l 012 HoiME A2 siAfBICt
M MBKIo| E2|HQl SAINE MIESIK| 26k Fict T HAGIIC

Hot2 =9
7[ol| Ol
nlst= A

() =«

1) Schineidmesser || AIZ4102)]0|5} Tt 4—100|2}

SiCH

—

1
Ao 1670 2Hes BBl A

0" LHX| 207, Higt=lat

25" Z=el= Y

S 7Y
=Q RIS AR} abMSH MTHof Ofsh AS
E= 7l W0l dlshi gHast Helz et 220
1 ESHelE 849l JIgAt SEet galoz Asst
1 S Zuis MsSchs Aoz =l U= O
Heo| met ToiEs melEe o Qo Lol A HFolM=

22° OJAlO| ZHZ O] EEH LS AIRSH=

Z5iic 109

ZNE e 4 QI %S UEFE
LS 4 gtk uf2h FSEHE Qe

102) BGH X-ZR 135-01 (2002).

103) Bend Fabry, “Out of the claims, but still inside the risk,” 2010. 11., 34,
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(5) "2l & AR

Y 7 4-1004 Y& HuAE, FEgdl Bolghs 898
a4t oA, A Aol BT ooE U 4 gl Agay}
7} FRAE o] QlojAl, o] & WEA] Fztefof dhtal shH A, A4l B
o] "RT'o] ou|al= £L& 100 CHUF R 2o FX2 szt
3 3] & ol diste] A E s FEA]) gl olek ke &
F A BAEL Yt Y8 HuAls, SRR B g4
o gloirle, wrie) 4
Al 9 Agaze wgsken gt slh) exd B3 54
P&t 14 R 71E5Ee Bl sjjske Zo) Basitha A
LN

olell WHalA, o1Fe) 2 oAk AEel 27he] BA(RE 4-2 2
4-3) e, AT Bt We X MeE TF8HE S0l ol
ke &S o] EHA, o] AganE WA R o] s}
2 ¥, =9 A S B e SAREY, 59
TR ZHE A Fo| 29| Aol AR 9| ekt &gkt
A, vFAE A9} - akekae] 1M 55 FEA ARkete, ©
ol9] on|E AAstaL 3Tt o] o], Toldf onE FAsh=
ol 7o) dk AlRke FEA ks Aol o8l Bk 5 Aloke] 4%
ANA EFEt siAS olEoUEs He AT 8ofo gnE
slash=dl, A4 el AT e IEkE A gEgle A
olal, Aol AFH ofolghz w9 slN=E, 1 o7} HA &
=ohe A& A ARIEA UERd Zolgkar B7kE L gle104)

7 A-dol|l K= A9l oA eFelgkar s gk ARt

=~

104) TBANMISE, “PUBRFZE - FUEPRE 7 L — A DBMMHIEHE ~, TR2842 A23H.
http://fintpat.com/fukumoto_lecture_at_ktk_2008_11.pdf
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£9 71tk Sj4slof Btk o] el tslel, BAL YA
Aol 7] D el A Aol WAF = 1,0009] 03 1§
5 372 AZE BT AYRIAC BAE SAPHSITL BEA 2
Ch BUlE 9EE 347} Qe ol E B0, Y F4L WA
Aok %, + 1000243 S AN (S E)7) Aol 3]

2o, 4anoz, ‘ofolehs A} Qe At FEIA, S
MolE Y oS By NsEd Aoz nelh

BAa) ol o] FE5E0| ARt BAG theil, QB B
42 8 438 B R R 1A BATL, 37

A A B e dgslel #ER 4AE B
7

el l 4-T7& el 7|1A1E Folghs Tole
k7] feiA AHEEE ASE 560 tigk )4
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i
z
i
<

1 zzum Astel, of Fo| HwHo] £A9I9) W
SIS A 1 SARIE 94 A 24 e A s s
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1014 2| PJ} 5L EFTA-1e] el HEE
A& ARk, "opHieste] B nlgo] 16%4 =S
4 T dAES & ¢ AL, obveat

5%m%Hd Zolgke $77k itk 1 &t
Al A8k vt B 4-9& LTOl TR
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Helol vl9- 2HE ASolE, L] FAMIE A2 )
of Ealume] REWlo] 31X eherhn Beke
9ol 7148 e 0] Fol Bk AUA o

o
o
N
52
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S WA R O ZAY ol E A AAskaL A STk ikt
AR, Hu T 1-3 2 2-3ell A= FAUL7F ZHSARE Adolst
o T el UH - AJolaitt & s ake] ARuto)] g, 1A
@& 2AY ofi= jith

ool Hla}e], 'zrﬂgf"’ﬂ/ﬂL UEHE A9 2 A 3l
AABIL ek FAR R, SUAo] Y7t A
= BAIAY Z1A, 29 AFeld, TlerE A Sl
Fste] A AR ek H T2 FaTolA FFH
o2 3k St

Fo=o| HHERETH =2 T U= FAHES B A A4
HA7IES Tt 2ol AT ¢
AR, E3182= = Aol SR tial] Ale] Adasttiar A
= SAE AHAAR AEE = e Zlol7] wial, Sl A
FAHH = TR AR TS J IR 0R aesteof gt
T FEe AR Hie A B X9 fasAte] Ag

A (718 1olgh= 83 1,008k 3 AYE &
=2 %?iﬁl gt of & Zlo| A gk, HAIA A e A3
AgE w9l A FolA UeRd O E A B
Jejate] sdksteiof (YR e 3-4 2 3-5,
3-8, F=r ¥ 3-9 WA 3-12 #=x).

)7 }}?}0]5} Z}%EH— = —‘?—1‘37%9] glom
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Z Ee 4 Y eAE 1HE F ATUH, blole 3 Eofel
Me 24 B T4 ol 2t 2 ¢ 7] ", BE 7le 2ok
Hot o] g2 a7 2 o Sdth). o] Aol B4 Tle ZoF
o A&7 U 52 8 = Ao B 47 Fx).

A, = AAlA s AllsioiAy, Azl ofv]
3AE = WA FARAE st 2As A= ok
kil

cHQE el 31, P15 Bl 37 32).

CHiA, 1 9| Seuel A9 thol B PAake B2, §
o] S0 9sh T nAFe] S o], A9 e
sfastel 214, W e dEAsh 4 satel 14 5 o
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{Abstract)

Study on Claim Interpretation of
Numerical—limitation Invention in Patent

Infringement Cases

Yang Insu

This study focuses on issues of claim interpretation of
numerical-limitation invention in patent infringement
cases. Those issues include i) how to interpret numerical
data or range of patent invention where numerical data or
range of allegedly-infringing embodiments is very close to,
but just immediately outside that of patent invention, ii)
how to interpret those vague terms such as about,
approximately, etc. especially where they are used together
with numerical data or range(whether to apply doctrine of
equivalents, even if equivalents have been already considered
in literal scope interpretation).

This study examines domestic cases, and reveals that there
is no clear guideline on those 2 issues. Thus, this study reviews
a great number of foreign cases such as Unites States,

Japan, Great Britain and Germany, on claim interpretation

*KIPO
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of numerical-limitation invention in patent infringement,
and it scrutinizes logics and claim interpretation methods on
numerical-limitation inventions. Based on these analysis,
this article elicits and provides some suggestions to Korean
courts which deal with patent infringement cases of numerical-

limitation inventions.

Key Words: Numerical Range(Data), Numerical-limitation, Scope
of Invention, Literal Scope, Doctrine of Equivalent,
Patent Infringement, Claim, Interpretation, About
(Approximately)
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concise and exact terms as to enable any person skilled in the art to
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Article 84 (The claims)

The claims shall define the matter for which protection is sought. They shall be
clear and concise and be supported by the description.

Article 83 (Disclosure of the invention)

The European patent application shall disclose the invention in a manner sufficiently
clear and complete for it to be carried out by a person skilled in the art.




£5 el Ry e Jhider 37/ /Es 187

M9 BEHEAS FASE 715 Ik B k0 &
sider A10030 o] W2y 93 2L A ol gl Sgsht
ol B FEAFOIE AFHA nh, 2 WY Aol T g
Aol B Aol 47k Ht 24 $e) A4 W ol Fel A7k
2792 HESHE 08 B3

4. 2 Z

30) 2, 2] MBAHAFAATA 20183 FA =S =&, 139 o] =&
NE Te] §1E814 G AolA 53 20 W] Au) 23 )
AE WHgo] 11 7]E EokollA T]ofshes v TSR HeEojop gho R B
A5 W I HA7E a1 BN TGl 7148 Aol e MY
o 7|AE Aoz e votd = Qe 11 7|e Eokl dEA R 7|07t 7]
=7 H9E JoMEA oFeta g

31) FHEAEEF AlozE et 2k
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{Abstract)

A study on improvement of
written description requirement to support

patent claim(s)

Cholho RYU'

Article 42 of the Patent Act stipulates that the written
description requirement and the enablement requirement are
separately defined in relation to the specification requirements
in the patent application. The confusion arises in practical
matters such as different opinions of Supreme Court precedents
surrounding the criteria and scope of the written description
requirement. There are prior studies that point out these
problems and analyze the necessity of establishing new
criteria for the written description requirement and its
desirable direction. However, in order to eliminate practical
confusion about the written description requirement, it is
necessary to seek ways to solve the related problems more
fundamentally by improving and supplementing the Patent
Act, the subordinate statute, and the examination guidelines

of Korean Intellectual Property Office (KIPO). This paper is

* Department of law, General graduate school of Chungnam National University
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intended to contribute to the reduction of practical confusion
in patent applications by seeking legislative solutions to the

criteria of such written description requirement.

In order to do this, this paper first looked at the relation-
ship between the two requirements, such as whether it is
necessary to distinguish between the written description
requirement and the enablement requirement, through the
legislative history, precedents, and foreign cases. At the
beginning of the legislative history, only the enablement
requirement is specified, written description requirement
has been newly added, and the two requirements have been
defined separately. The judicial precedents also recognize
differently and distinguish between the two requirements.
In countries such as the United States of America and
Japan, two requirements are distinguished or recognized
differently. Therefore, from a standpoint of distinguishing
written description requirement from enablement requirement,
it is necessary to examine the criteria and scope of the written

description requirement.

The examination guidelines of the KIPO takes into
consideration both the formal correspondence and the
substantive correspondence when judging the written
description requirement but is based on substantive

description requirement considering the possibility of
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generalization and within reasonable range of the
perception. The Supreme Court case can be classified into
several types in relation to the criteria of the written
description requirement, but the case types can be broadly
divided into two types (type A and type B). Type A shall
be judged based on the level of technology at the time of
filing the patent application, and it shall be judged from
the viewpoint of the ordinary technician whether or not the
matters described in the claims are corresponded to the
description of the invention. This type takes into consideration
the possibility of expansion or generalization, and technical
contribution, which is similar to the examination guidelines
of KIPO. Type B shall be judged by whether the contents of
the claims and the description of the invention are identical,
and whether the technical composition of the claims or the
combination or effect of the claims is understood at a
glance by the specification only. This type is judged to be
the whole purpose of the two requirements, and there are
problems that overlap with the enablement requirement.
Although there are differences in the expressions in the
criteria of the United States of America, Japan or Europe,
the written description requirements and the criteria of those
countries are almost in the same position as the examination
guidelines of KIPO or Type A in terms of reviewing the
substantive correspondence between the invention described

in the claims and the description of the invention, and
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considering the technical contribution and within reasonable
range of the perception. Taken together, the preferred
written description requirement shall follow the substantive
requirement to judge a substantive correspondence between
the claims and the description of the invention, and it is
reasonable to assume that the written description requirement
meets the requirement if it is within the scope of under-
standing or recognizing the invention of the claim in
consideration of expansion or generalization possibility by
way of the description of the invention, technical contribution,

and so on.

However, the provision of written description requirement
of the patent law stipulates in a comprehensive and abstract
manner only that the invention (of each claim) shall be
supported by the description, so it is causing confusion in
practice. Therefore, it is necessary to considerably reduce
the confusion in practice by directly reflecting the favorable
criteria of the written description requirement mentioned
above directly to the Patent Act, the subordinate statute, or
the examination guidelines of the KIPO. In order to improve
such legislation, the revision of the Patent Act, the revision
of the subordinate statute, and the method of supplementing
the examination guidelines of the KIPO were proposed and
the contents of each improvement plan were examined. It is

time to seek legislative supplementation or improvement
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because there is a limit to the elimination of confusion in

practice or judicial just by the current Patent Act.

Key Words: patent application, specification requirements, written
description requirement, enablement requirement,
criteria of the written description requirement,
claim(s), description of the invention, Patent Act,
examination guidelines of the KIPO, legislative

improvement plan
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1) Foreign Sovereign Immunities Act; Holocaust Expropriated Art Recovery Act, Pub. L.
114-308 (Dec. 16, 2016).
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2) Convention for the Protection of Cultural Property in the Event of Armed Conflict
with Regulations for the Execution of the Convention; Recommendation on the Means
of Prohibiting and Preventing the Illicit Export, Import and Transfer of Ownership of
Cultural Property.

3) Convention on the Means of Prohibiting and Preventing the Illicit Import, Export and
Transfer of Ownership of Cultural Property; UNIDROIT Convention on Stolen or

Illegally Exported Cultural Objects.
4) UNESCO Intergovernmental Committee for Promoting the Return of Cultural Property

to Its Countries of Origin or Its Restitution in Case of Illicit Appropriation, ICPRCP.
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(2) Washington Conference (1998)

1998 wl= S/ dhollM= 4470=3 13708 NGO ©A)7} 3ot
U] °ﬂ7ﬂ ETEE dlEFe 35l Boto] =5ttt oo 2l &
AeL 117 Zzgo=z F4% Washington PrincipleE A=sH3
th5) o]E FUe| I7MAKSF] Aol 2 s AEel Bk ZloR

5) Washington Conference on Nazi-Confiscated Art (1998)

1. Art that had been confiscated by the Nazis and not subsequently
restituted should be identified.

2. Relevant records and archives should be open and accessible to
researchers, in accordance with the guidelines of the International
Council on Archives.

3. Resources and personnel should be made available to facilitate the
identification of all art that had been confiscated by the Nazis and not
subsequently restituted.

4. In establishing that a work of art had been confiscated by the Nazis
and not subsequently restituted, consideration should be given to
unavoidable gaps or ambiguities in the provenance in light of the
passage of time and the circumstances of the Holocaust era.

5. Every effort should be made to publicize art that is found to have been
confiscated by the Nazis and not subsequently restituted in order to
locate its pre-War owners or their heirs.

6. Efforts should be made to establish a central registry of such information.

7. Pre-War owners and their heirs should be encouraged to come forward
and make known their claims to art that was confiscated by the Nazis
and not subsequently restituted.

8. If the pre-War owners of art that is found to have been confiscated by
the Nazis and not subsequently restituted, or their heirs, can be identified,
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steps should be taken expeditiously to achieve a just and fair solution,
recognizing this may vary according to the facts and circumstances
surrounding a specific case.

9. If the pre-War owners of art that is found to have been confiscated by
the Nazis, or their heirs, can not be identified, steps should be taken
expeditiously to achieve a just and fair solution.

10. Commissions or other bodies established to identify art that was
confiscated by the Nazis and to assist in addressing ownership issues
should have a balanced membership.

11. Nations are encouraged to develop national processes to implement
these principles, particularly as they relate to alternative dispute
resolution mechanisms for resolving ownership issues.
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(3) Vilnius Forum Declaration (2000)

Vilnius Conference®4l= Washington Conference®] %4 %
2ol #ek =217} Ak 20008 4 Councile] FA3 o] 3)
9of|&= 387f=0] st o oo gk AFEZ Vilnius Forum
Declarationg =5t o] A2 Washington Conference®}
Resolution 1205 of the Parliamentary Assembly of the
Council of Europe on looted Jewish cultural property (1999)
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(4) Declaration of Terezin on Holocaust Era Assets (2009)

20099 zejstolxe ARESR] FAZ 467H=0] ket o]
AL et o] A% Washington Conference®] 93]
& =87 offollA 71913 Zlolgh= Ale 93] st Ul oa]
=T HEES dafAd EdTe AL 293w Jds] 3
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2. Holocaust Expropriated Art Recovery Act of 2016

Holocaust Expropriated Art Recovery Act (‘(HEAR')= 247
2EAZIE AAs] g WECIHET) o] HELS Y| o3 E5F

6) The Vilnius Forum Declaration Art.1 - 5.
7) Holocaust Expropriated Art Recovery Act of 2016, Pub. 1., No. 114-308, 130 Stat.
1528.
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8) United States v. Portrait of Wally, 663 F.Supp.2d 232 (SD.N.Y. 2009).
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A7 Al B Fo wEHo] 7]F 1 Qe AHEA

w3t Zuckerman A3 fAkskC) lﬂib‘r 0] /\}Zﬂ% Lx)of ofsf
5% Zlo] oflgt A 2Ed e E533 2102 FSIAY A&
< s = 3o HEARS A8-8 v & 7t i< 4
312 gtk A3 olgdE|opH ¥ ml=y Aolo] A&E uhE Ajo] o]

N

EASHA ethe HollA Schoeps AH1# th2t

e BEE A& e *«l 39 OE 3 2 |
Eo] sjagthd vl= SRS ATE vldEoE ARgste{of gt
ol 59 U9 o tiete] vl Ol sk AdE WA 9o

wetA] HEo] ol<Ee] GUA 2 (provenance) & ERIsH= Aol F

¢

d

9) Schoeps v. Museum of Modern Art, 594 F. Supp.2d 461 (SD.N.Y. 2009).
10) Grosz v. Museum of Modern Art, 403 Fed. Appx. 575 (2d. Cir. 2010); Museum of
Fine Arts v. Seger Thomschitz, 623 F. 3d 1(1st Cir. 2010); Detroit Institute of Arts

and Toledo Museum of Art v. Ullin, 477 F. Supp.2d 802 (N.D. Ohio 2006).
11) Schoeps v. Museum of Modern Art, at 465.
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O 7l&fof sk oFE 483 sititke Zlo] FAsA| ok A

o] %39 A9 Wt £alE IABSKeE AV o He
o] 2EAEOI el A% WU 2] AV} HRs
£ olfr2 48 712ek @A UHol ola) B4 ol

AT AoA At Sl B w2 739+ Vineberg v.
Bissonnette AR1o| fY3lth.12) Vineberg v. Bissonnette A1
L nEH AFF Max Stern?] f=0] UHlo] njed A9 o&
F= 259kl AYs s & A Fal woktl dleFol tid wisk
T9 &5 A7ISth. die =533 deF

7

] 7FF-o] =2l BissonnetteoAl Zd A

eN
=

(
)

O

% ¢ Ho| A&
© o)
=

E3) U a3 AF A7
& oIt PIAPRNL SFABL 4 Sterne] Fol 17
2 Eeuolor Yrk WAL DL

(3) 2= FRoil chstod 7| A

Altmann v. Republic of Austria= 915+ 3o thaled A7)
& T HEAdNoE Y AT we A WA Alglolh14) o] AR
A7} YA olA B3 Gustay Klimto] 33} 2% 630 tj3t
HkgLg o] Aot} Yy 1938W B4gd AEES Al FY
oy e ~EgolollA AFsA EslAl ww o] exEg ol o
st A5 A7kt PlsAgTiH o] o] Al&E ook dth=

3l
°
L.
&
R

12) Vineberg v. Bissonnette, 529 F. Supp.2d 300 (D.R.I. 2007).
13) Vineberg v. Bissonnete, 529 F.Supp.2d 300 (D.R.I. 2007).
14) Republic of Austria v. Altmann, 541 U.S. 699 (2004). ,
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HAS WA £2F5TAES SALSE &3 st 59
RaL ool we} gefsiint.

71 o] &5 ARE AE A7]E A7) v Yo AR el %
A4 (sovereign immunity) ol &Jste] m= HAA AAE whS =
Ach= Bdo] ALEUT).15) Alan Philipp v. Federal Republic of
Germany WAL 74915 283 A HA ARRIZA &Ju|7} 20

ol
-

Il. Alan Philipp v, Federal Republic of
Germany16)

Alan v. Philipp v. Federal Republic of Germany 322 UX]
o ofsf ErEet dleF W W3 B F Ryt F Aol
nm AR o] Ed 2ol HeEE g et 7IEs AT Hx9
ARdoln AAPE A} A o] 2E AES WY Aol
AFIAAFEC] o] ARS At A Ths A AarelA #
23k ol ol & 7hsAE AL stk 12y o] o] UR|olA &
TR AEF BT 49 Ayl E AR &7t 9]

1. A2

AAe] AR o] 5= Welfenschatzs 11417]1914] 15417] Aol
o A&E ZoE 8249 FEH T AEZ FAH Joh1D

15) Westfield v. Federal Republic of Germany, 633 F.3d 409 (6th Cir. 2011); Orkin v.
Swiss Confederation, No. 09-cv-10013 (S.D.N.Y., 2009).
16) Alan Philipp v. Federal Republic of Germany, 248 F.Supp.3d 59 (2018).
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Welfenschatze It 38 94%2] Welfen7Fe] HEo|gh= ou|=
A =Y Brunswick tid@e] a3t AW dsFEolth
1929 zaF2ES] 5UA fEIQlo] &gt J. & S. Goldschmidt
9} Rosebaum, Z. M. Hackenbroch A 3|47} #4419 (Consortium)

S 73314 Lubeberg F&olAAM FRI8I5TE A Welfenschatz
5 "m0 7 ebA BhEdol| duistaist] 19319714 827 7k
ol 403 W T v=e] N7 EIA Aefskda v
A 4273219354 2z Alotol FufatGiTt.18) o] Azde] A o] H=
Welfenschatz= Z#{Alolo)] st 4274 7128 U=z o] A9
v]19l =3} Stiftung Preussischer Kulturbesitz(o]dt "SPK)
7} e Ajote] HelE SAISt SPKe| 47<l WlEd 2] Museum of
Decorative Arts (Kungtgewerbermuseum o AAstal = &
EC’]D} 19)

Hale HAA A T Ao} Aol o] Aok U7} frEfQIQ]
Nﬁ?‘J%#ﬂﬂaﬂﬂﬁﬁﬁ%ﬁ%1ﬂﬂﬁtﬂi
o] (Hermann Goering)©] o}=Z 31E2}(Adolf Hitler)2]
A AL A3 WelfenschatzE HEsEFE HE o] £33 o]
oX wjujeks ZAojth.20) BAle] mjujA| ko] A7) 35% A&
AM25T} vlE FBle AT} o] TIZE AL AL WX Baja &
W”OTaﬁ%V]%émimoﬁHfE?‘Hl < Ak FES Wit

AL o] Adjzt A o)A @& Aoleke A& SHsh= slol 1o

gol slEefollA 71\ dAeA 28 AERE AAsthe 2 o] A%
9] T80l ERv= tiEolgk= Zlojth

= AAA FA(declaratory relief), =4H4-G-3] 2 (replevin),

=
%o S b

17) Id. at 64.
18) Ibid.
19) Id. at 65.
20) Id
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3% (conversion), ¥4=A(unjust enrichment), 119]o)] 2|3k &
A& (fraud in the inducement), 212]4d4le] o] F9uk(breach of
fiduciary duty), Aeoje} 3783 A 2oF uk(breach of the
covenant of good faith and fair dealing), TIHA &% (civil
conspiracy), 24 (bailment), 23 7l (tortious interference)
= T, i 193519 viul= FSIAS] Weoll So71A] &
of = o] THE YeHEY) oA ol dof| tiste] At 4= 3l
e 79 59 dF(o)st A sk WAl (sovereign
immunity)’)o] Z-gEojo} gt FABIGTE T3 Yo FAL
H=o] ejwAA ) SEEo AgsE 4 glon, =T MAA HF
(doctrine of forum non conveniens) ol 2sted o] AAS Z}5}slar

ZWMA A ATHTE Fledof dtha 43T} 21

AR AL B} A A 71X EA- tisk] oS 2
o] FaI9Ith22) XA ofgt Bl VAW FAIE o] ARzl

FSIAGIA A3 o)z Algell Eoj7b=rtel #Awsle] H)T) 23)
FSIA] oJs zokel] |AlE E 7HA] o9& A|Qjetale A A o=

H= {ee OE Ut 7S EFst] 1 Ukl Aol diste] e
A Eghth24) 37t o] ARjle] wlare] HolA wAtte] 7hEsitt
= 2ol tigk ZAZ AAS FSIA A1605% A|1d A3+ AA]4A
o oJ& WAl & ¢S FA3H= Folth. A Alito] =A)

21) Id at 67.

22) Alan Philipp v. Federal Republic of Germany, 248 F. Supp. 3d 59 (2017).
23) 28 U. S. C. §§ 1602-1611.

24) Saudi Arabia v. Nelson, 507 U. S. 349, 355 (1993).
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] Aol wiete] EEA T Ak T Ak el Ajgke] AR
=70l AAY =& wA19] B3 11 233 w8k =10] 959 7]
ojuf 7]t LatAtka stteks 1 7)ol 7197} wl=at A
Aol A= 7AF H=e Heol AFE B 5 ok BAE
.25) olo| wEH B9 (expropriation exception)d] L&
b7] 913k 8112 (i) Aol Ha e EF gt &Rl 33
A e (i) EA1 Ex10] FAEe A=Al oAZUA EFEGlofok
ata, (i) 9= AR 1 ARe] 717y 7|Ho] vaat YA os
Aol lofok FSIAS A8 4 Utk Aot 7)ol &
© MA9 AkE F@E A ol et Al&sta st
& BAS oFA o wists A fIRke] 95 ofw|gitt.26)

A WA 809 e e FAlA Hae vt A7|S o
A 71 EAA-L 919 Welfenschatz -G tigh 249} o)
7] wiEel ZsfstoioR gitkal FAekth.27) o] gl

1 REES A7ISHA] Bt MY olF dart 9are] oo
ofgt 1o Wolof girkal TSIt 97} ofn] Yie] A
17g31aL QlomE of7]olA] deFel tidk Ao Afd TAE A
ARRto] of)7] wiel] WHeo] FAe ARjte] ofglal AA|EHH .28

B

nlI.

=
ol
2

e %
Y

h
2 o off

Lo

a|

o
~ d

25) 28 U. S. C. § 1605(2)(3)

in which rights in property taken in violation on international law are in
issue and that property or any property exchanged for such property is
present in the United States in connection with a commercial activity carried
on in the United States by the foreign state; or that property or any property
is owned or operated by an agency or instrumentality of the foreign state and
that agency or instrumentality is engaged in a commercial activity in the
United States.

26) H. R. Rep. No. 91-1487, at 19.
27) 248 F. Supp. 3d 59, 69 (2017).
28) Id.
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F WA Ao dAe AN S 9ol st vas AL
7F =AE SR 2 Beleke Ae S9skeH dusiita
A3tk olol tisted W& 193539] vinl= U7 fEiQ1S) o)
o Al S gershr] Ael B el Ak = Al o] Aol
ghe Zolge 9ae] A4S Wolso] ool =AY S{RALg o2}
I A2 UAE FEIIES] HYE AT FEe Bs)
A AR B glo] Ak Erdiel ol S WM 59 =

o)A 33511?8 Aokl sitieh= = Al dAR S| fHkAketel7] wiEol

= vt SPKQ}-OJ Ca ?“il

Fo9je] Al 7k 81& BT RStk dgekainh.32)

AFA UL )39 Zd7§,(ﬁ)1ree>111p‘ciorl) Z=231 A s HET
(non-justiciability) 92 3 w3l HlolSo]%] kit WAL =
o4 o] AR iﬁﬂhﬂ’kﬂr% 3| SAE A= o= MY Hdo]
oll7] wjEo] nj=HYo] 1o w2 A2L dlolEY o]97) Ytk
B Ati Y 7} o] Aol = 2 gHttal Bit).33) =A% 04]_4
ARH(international comity) & shUQl A#3|RE s A=
7} 9= ol &5 AIsh] Aol ZholA HAS = e 71"3?5} “é

29) Id. at 70.

30) Ibid. at 71-72.

31) Id. at 72-73.

32) Id. at 73.

33) American Insurance Association v. Garamendi, 539 U.S. 396 (2003).
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2 PAPEE BTs Gl Sl A7k TR 2150 & 5
p] W] vl o] o] Aok BESlelHE ¢k Hrke Zloltt,
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3. GursiAgglo] Bt

AR AL DPAPE L] BAL G A
e PSIAS B4esle) 208 5 12 B3l A WA 2
7 aFEg b BE0l FAME UHS AN Bsolok &

34) o] 2ollA 3 (preemption) o FUH A A Aol thstd T vheke] 1
o] WS 31517 WEell BT 7ke FEH oo thE yeke] o] o] l
st} oAl A gtk 93S YRt

35) 248 F. Supp. 3d 59, 80-81 (2017).

36) Id. at 83.
B3] HAR9] Y2 (doctrine of forum non conveniens)®]& Bl=- HbHLYUo] =
HlolA) 27} Hasls Zlo] a9 Alklel] Adtsitka Basle] 28 2458 4 9]
55 5= U]tk olo] g BRI WAL A 8olst 34 221€ el

37) Id. at 87.

38) Alan Philipp v. Federal Republic of Germany, 894 F.3d 406 (2018).
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T Zlola 7 WAle =59 tiido] | odsFol tgh & 3
a8} wl= Alolof] FEE AP E Aol Qlojof dthe Aojth39)
A A 2 thet] YL &= BRI} A= ARES] Arks )
ke = U E<(Intrastate taking)7} =A% Wk opy=|at
A= W E57F tigeata) 319 Zlolebd =AH e dF]o] o
= Zol7] wzel w= Holxe] dArho] Jhsdttta Byttt 40)
o2 Adade =9 A7) vl AL Wel-
fenschatz®] Z42Ql A7t SAHS ek S5 sfddnist
gt S8 Ads Ad Zlolgta B Atk tist A)7]gk 4
7HA olefel thate] A ESITEAL of7jef|A] F]Ee] EE= HAo
Simon AFISE of7]of|A WL dart 81s BT RSt
Bk}, whebA o] ARACA] Philipps7t Simon ARl o] A
AT 71FS BEAZL 4= Qlo FSIAY] B4rof9] %3] 288 uk
= 7 e ZAelth. Y& Ol 7HA olfE E°] Philipps7t =

o919 0 NI RHPThL FASG. WAL SU| BE

WA =9 Simon AFANA &4, ¢k &

2,
FIGAT e7lolH BAZE B AL dlolgt

i)
n B
e
o
P
ﬂlll‘l

A st AL 1] 937} Holocaust Victims
Redress ActollX U9 d&F 2589 FEIQ] gte] S35t
¢l 848 AL B3 519,42 Holocaust Expropriated

Art Recovery ActollAe= Ux|e] A fol 2X o&Fo] 5=

39) Id. at 410411.

40) Simon v. Republic of Hungary, 812 F.3d 127 (D.C. Cir. 2016).

41) 894 F.3d 406, 411 (2018).

42) Holocaust Victims Recovery Act, Pub. L. No. 105-158, § 201, 112 Stat. 15, 15

(1998).
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FrefQled e FsiaEe] et 9o detolgtn Boktha A
&t aTh43) o] AbA A Welfenschatze T3] d&Zo|gh= 9
15 do] ALAIY AFGH | EF0)7] Wil ol UAI7L 8
o] 273 Ak AdS alieta fEjcle]l 54 ATl &31A
FIIEE st I150] AAIE FAE T glo] = dtde ARE
Holo} strh= Zo|t} 44)

=YL F AR ArAH Y-S o] AR wiuizt Simon ARA€]
Z3A¥rE (forcible deprivation)e] oz} ©<=3] 7392 wjjuj (forced
sale) o] £&t}a FAFslTH45) WAL EAHHS} ZekA wjujr}
=75 TARE Al distAs FYsislovy AuA miuE o
S} AT =72 B Qe ol Rl tistd A AR X
stk A A8t @8] AS7HAe] SAZ HHS wf ZF}tA
i tFetdet BEE 2R BA 4 ol gl Bgkeh 1
AR AYFAHY L Goeringe TAL 3h= ZAAY A AR
4 ol gle A deiFs A A stk A3 AL 8
el AlA ZAHES winfd 4 YI=F st AR pitol

= =
AL FEfQl mEdEe] Tige A

d

[*]

SEVE 98§l 2257}
2l GA HAvh= A 52 AASHHA 193597 FEdlES g
T UE TS s QL AEdvta Attt weba Aol
WelfenschatzE #o|& GAY] 42 2SS 55 YA
o= A 019401] o2 ol glSlthke Zlo|t}.46)

T
g
P~
u:E
10
JHI

9] Simon AFABAL] 7 FEIIEC] A%
o] A AthA 8ol et T4l el

gl
gt 50| fe

rO

43) Holocaust Expropriated Art Recovery Act of 2016, Pub. L. No. 114-308, § 2, 130
Stat. 1524, 1524.

44) 894 F.3d 406, 412.

45) Id.

46) Ibid.
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= FofotA] kAT AN Simondld E2IXAEE H
HAE AX AAHAJTGL AR vE okl AFskgle)48) MY
= < AHATIE A Ao Oeo2e
o) Arke E73taL T U0 2 RIS A8kl viA e s
S T A7 dAE AA HEem did
T FEIle A o] v
SAlA dofd 213} o] ARdeME & ¥ LA Lol Apol7} e

o
2
S
Ho
fu}
rO

Simon A3} FA Aol7} glvkar & 4= lvkar BAERH50)

Ul MAR 5Ye giEstiels B9 E starlshs 9=
oo} =t o7]o|ME Simon AR 2] o] o] EH3kA] ¢k
thal F48Th5D 5Ye SimonellA UA7E 7o) frejdl £
AATFEE gl oL g 23t 2] o] ARdlA 57 Dol o=
CdEd, 27 ANH R TG S & YA 3t

Y 4 g
L ol foll ] B4 Ael] wiel Aoz} Yrka TSkt Lok
il ]

o) HA1g F25] A3 Holn mehA RFe) Ml fejelo] ol
NZHOE 0% AEES LRI e 9T F 94U B
g wotol frEfole] B N FAF JEES TGS

& AE ol Pl dolgh= Ao Fe WobEitt.52)

47) Id.

48) Id. at 413.

49) Simon v. Republic of Hungary, 37 F. Supp.3d 381 (D.D.C. 2014) (No. 1.10-cv-1770).
50) 894 F.3d 406, 413-414.

51) Id. at 413.

52) Id.
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3 HERe] Bl AU AL 9ol gick
FASIGT. et AL mEE el 48 FSIAGA
AFRZ Aol ofs) A7 522 wok) fEelSe] B4R %
Fol O3 AE HolFt ol Taso] Yrkar HAsATEH)
Bolole] F WAl 2491 4 W91 ATl thate] 1y
SPKe| |9e o] 8Ae FEahs o Halth APRAEY
DEAPRL AL o] Nelol Flae] Eelslol 2

ol kI
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(i rlo rlo
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e AR B D23} DAY 5o F

T Aol A 7hsd A 2AE BT _,43} il «] Heol &F Al
718t of gith= 8.710] fithe Zlo|t}.54)
%92 Washington Conference’} 440
= 3 Y= AE B0 Hl=o] FYol|A 9]
SARL3 Y ARs EFstoF dtha FASIATESS) e
Washington Conference?] ©]&gt -2 o &Fo] Higlo) ojsh
SA 3] 8] AAve] o] FAE Asteok k= ofn]= ohgt
o AN TR o] ARdellA §e] FEo] U= Aol oh7] Wi
of AAe] YAES AL ARbo] ool A At At HY
< 9] AAES AR AAEAY HES sk
AN AFFAHLE shaale] At A FoE FHA
T}.56) o] Aalaido] e st WA gilEs 71 ot

A& HoF= Ao ARk THste] £ o bE e W7

A
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53) Ibid. at 416-417.

54) Id. at 417.

55) Id. at 417418.

56) Id. at 408 (“We largely affirm.”).
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V. Zuckerman v, Metropolitan Museum of Arts 57)

1. AreEA

Laurel Zuckerman® ¥& Metropolitan ¥HE#-S ATiE
Picasso®| The Actor RFHT9] 45 A7|8k4ich.58) o] I3
1904:3-19059 A2k fsl=2 191294 FE 193837172 ¢
Al fthelel Paul Friedrich Leffmanno] Af3ka At 1937
W Paul Leffmann¥} 19| ol Alice Leffmann Ux]o|A] #}2l
9 A, AL A, AR diFEs ErEeial AEe AFRkA
7 olggjolzE ©&E3I9itE9) 1938 o]E5L YU} nriA &2
IAF 7P E olgilolE 22 AaS vHds] Yt 2]
JEX BT FR e 7PA O Z Picasso] AES dulstgnt. wrE
2 19524 Picasso?] ZES 715w} A%stal IRAT.60)

Q1= Leffmann 339 21202 Metropolitan H|&#-S AT

7

2 1z g wake Az 193899 felsh olgkelopat 2l

57) Zuckerman v. Metropolitan Museum of Arts, 307 F.Supp. 3d 304 (2018).
58) Id. at 307.

59) Ibid.

60) Id.
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Oft

fgsh= 740]7] ol AEe] I O8] FYd afAtelH ws
oAl &FAE olHT Ho] gk Ao tist HAF 74
(declaratory judgment) & A8} t}.61)

H3e 439 Lo tiste] FARREAA (lack of standing), 4
BH(duress)& ol ot WA FHEA XE. mive] 5l
(ratification of the transaction), BHE-e A2|o] FujzlZHE
FES AFEE FEISoH It A AT F s A7) &

ShAThL A6

AR A T2 Yo utel] 9|3t v HEo 5
w0} th.63) P FEHI ool utel| gt For} thE
o Ho] Hgojop gt T3S
. He2 WA v AR olgdglole} w854
o] Zhato] tigk o] Afojol| AR 2po|7} EA|sH=rtol tiste] A

Atolof] AEo] DEAEE & AT zfo]7} EA
H S ko) Aoz B A7k a3 #Ao]
7] wZoltt. ol opH T Afoll] FEO] & 7 W
& (choice-of-law) ol et TS 78 Fo] W] S5
< wefol ghrhal AASITEES) T AAE Y
of Zute] #AG A 2 AR o|2E= & H=o| W
7} EAEHA getha Bdkelyinh.66) ks Fae] Wl Mt
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61) Id. at 307-308.
62) Id. at 308.
63) Id. at 316-325.
64) Id. at 315.
65) Id. at 316.
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g W] e} o] AAE FeHo] HLEojok gtk THA|
stk A YL o] ARdoA vt FaWe] Ao uwhe}
19354 9] w7} Zuke) o8k Amgois AL =malx] 23197
2ol A& zZhsleitty BAE Y67

V. Uz des ey a9
AAP R SRt AlA

1. AAFE
1990t} FHE o] F up|of of3) wiolzl dEEes N

a7k sl AZEA Qiek e Sedete) A9 olsh Bad
3] 5243 uro}o% = Ha% A%A $ata k. %_‘%?Jr Ao

HEA 3ol 89 Feelsl oAGE S YL Ao 7
450 o8 458 RS vt A9 B Hold
o3 5 ok :LEM obAlo} F7FES] 55 Lol ofs) B4 7

S0k ol&Fe] MEHS oAl & UAEol 2 A4 Yok,

A WAl AFT) 75T dAlo] o dl&Fe] B Aol
& 457k A2 gitke Zlolth. A& U WA 28 A
PN37] S o ARE Bl Blvk AQEAS S §

FF 5 Qe AT} glofok ek, et Seiueke] 4% 9z
25 o &%l TiF ZALE o] FolA|A] QTR Zlelth. Lol ol
259 o&FE0] 34 22 54 ABS| o8] BoE AUe 2
66) Id. at 316.

67) Id. at 325.
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ok U9 €&E B4 nnd & 77k IEHos wa
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24 F7)15E LA A7) olF AT E HEHL e Als
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{Abstract)

Implication on Korean Art Repatriation
from Nazi—Looted Art Lawsuits

Jung Ah Lee’

This study reviews two cases of the return of artifacts
confiscated by the Nazis in the United States and
summarize the related discussions so far. Based on this, we
discuss the problem of returning artworks in Korea.

The damage that Korea imposes by the imperialist state
varies in various fields, and the case of artwork is no
exception. However, the return of artwork is rare and the
process of returning it is not easy. There is no doubt that
efforts to find lost artifacts in the Japanese invasion are
necessary. However, it is not easy to specify laws on the
basis of artifacts and return them, but it is also unclear
whether plaintiffs will be able to win the lawsuits filed in
court in other countries. There are several implications to
look at Jewish artifacts that are making progress in this
regard. In the case of Korea and Jews, there is a difference

in political influence and damage in international society.

*Ph. D. in Law
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The first is to examine how the international community
has made efforts to collect interest in the return of artifacts
confiscated by the Nazis, the second is to enact legislation
in each country, What are the countermeasures against
legal obstacles revealed through

The victims of World War II, the Jews, are trying to record
their losses through the Nazis and seek compensation. He
received an apology from Germany and made claims for
damages from all over the world. In addition, through
multilateral agreement, they have paved the way for inter-
national compensation if they meet certain requirements. In
the field of arts, the achievements of such efforts are being
revealed. In the United States, the world's largest art market,
since the 1990s, laws such as the Foreign Sovereign
Immunities Act (‘FSIA”") and the Holocaust Expropriated Art
Recovery Act ("HEAR™ Foreign Sovereign Immunities Act:
Holocaust Expropriated Art Recovery Act, Pub. L. 114-308
(Dec. 16, 2016). The Washington Conference was the
opportunity for the Jews to return their artifacts confiscated
by the Nazis. Since then, in the United States, federal law
has been enacted to allow for the return of artifacts
confiscated by the Nazis in the United States.

In the case of Korea, the damage caused by Japan is a
bar across all sectors, but there is no significant progress
in compensation for damages. Especially, in the field of

arts, the actual situation of the artworks exported to
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foreign countries is not well understood, and there is little
investigation on the outflow route. It would not be a
problem if the artwork was traded properly by the rightful
owner. However, if there is no legitimate reimbursement of
the property of the individual, the transaction is carried
out against the will of the owner, or the cultural property
belonging to the whole country is unlawfully exported

abroad, it shall be compensated.

Key Words: Art Repatriation, Washington Conference, Expro-
priation Exception, Sovereign Immunities, HEAR
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